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1 Endorsed: United States Court of Appeals for 

the District of Columbia Filed May 27 1938 Joseph 
W. Stewart, Clerk 

District Court of the United States for the 
District of Columbia 


Equity No. 58,249 

American Cyanamid Company, et al. Plaintiffs , 

vs. 

Conway P. Coe, Commissioner, Defendant 

I, Charles E. Stewart, Clerk of The District Court of the 
United States for the District of Columbia, do hereby cer¬ 
tify the annexed to be a true and correct copy of the original 
Stipulation as it appears of record in the Clerk’s Office of 
said Court in the above-entitled cause. 

In Testimonv Whereof, I hereunto subscribe mv name 
and affix the seal of said Court, at the City of Washington, 
this 27th day of May, 1938. 

CHARLES E. STEWART, 
(Seal) Clerk. 

By LYDIA M. GARDINER 
Assistant Clerk. 

2 Endorsed: Filed Nov. 15/37 Charles E. Stewart, 

Clerk 

United States District Court 
District of Columbia 

In Equity No. 58,249 

American Cyanamid Company, Marie I soli n a Goldschmidt, 
Administratrix of the Estate of IIans Goldschmidt, 
and Oskar Neuss, Plaintiffs , 

vs. 

Conway P. Coe, Commissioner, Defendant 
Stipulation 

For the purposes of the trial of this case, counsel for the 
respective parties hereby stipulate and agree upon the 
following statement of facts: 

(I) Goldschmidt and Neuss filed applications (Serial 
Numbers G. 57,257 and G. 57,258) in Germany on August 17, 
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1922 and their corresponding United States application 
(Serial No. 628,593) on March 29, 1923, for a patent on a 
process of making artificial bodies from urea and formalde¬ 
hyde and the resulting product. This application was ex¬ 
amined in Division 15. 

(II) On September 30, 1922, the same inventors filed a 
different application (Serial No. 591,639) for a patent on a 
different invention. On January 28, 1924 a party Ellis filed 
an application (Serial No. 689,165) and on May 6, 1925 a di¬ 
visional application (Serial No. 28,505). These latter three 
applications were all examined in Division 6. 

(III) On October 8, 1929 an interference (No. 58,965) 
hereinafter called the first interference, was declared 

3 between the Goldschmidt and Neuss application No. 

591,639 and the Ellis application No. 689,165. The 
Examiner of Interferences, by a decision dated January 29, 
1932, awarded the broad counts to Ellis and the limited 
counts to Goldschmidt and Neuss. Both sides appealed to 
the Board of Appeals but the appeals were withdrawn on or 
about May 22 and 25,1932, respectively. 

(IV) When the Goldschmidt and Neuss application was 
filed and continuously since including all of the time this 
first interference was pending Goldschmidt and Neuss 
claimed the invention of the case at bar in their instant ap¬ 
plication No. 628,593 which was copending in the Patent 
Office. The Goldschmidt and Neuss application No. 591,639 
in the first interference did not disclose and could not claim 
the invention of the case at bar. The counts of this interfer¬ 
ence were present and allowable in the Ellis application 
Serial No. 689,165 as claims 18 and 20 thereof from May 25, 
1928, to January 12, 1932, and therefore throughout the 
motion period in the said first interference No. 58,965. Gold¬ 
schmidt and Neuss failed to move under Buie 109 in the 
former interference to have their application Serial No. 
628,593 brought in interference with the Ellis application 
Serial No. 689,165 with the said claims 18 and 20 as the issue 
thereof. 

(V) On January 12, 1932 Ellis transferred his claims on 
the instant invention from his application No. 689,165 to his 
divisional application No. 28,505 and on February 23, 1932 
this divisional application went to patent (No. 1,846,853). 
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(VI) On April 22, 1932, on request by Goldschmidt and 
Xeuss, an interference (Xo. 63,690), hereinafter called the 
second interference, was declared between tli Goldschmidt 
and Xeuss application Xo. 628,593 and the Ellis pat- 
4 ent Xo. 1,846,853. The subject matter of the inter¬ 
ference was defined by the Commissioner of Patents 
in the following counts: 


Count 1. A process which comprises consolidating the 
acid reaction products of urea and formaldehyde by sub¬ 
jecting them to heat and pressure. 

Count 2. Heat and pressure consolidated urea formalde¬ 
hyde acid reaction products. 


The interference counts appear as claims 3 and 4 of said 
Ellis patent and claims 27 and 28 of the present application 
now before this court. 

(VII) Goldschmidt and Xeuss described and claimed the 
subject matter of the invention in issue in their original ap¬ 
plication, Serial Xo. 628,593, filed March 29, 1923. On the 
record in this case the earliest date to which Ellis is entitled 
for conception, disclosure and reduction to practice of the 
invention in issue is January 28, 1924, the filing date of his 
application. 

(VIII) In said interference Ellis made a motion alleging, 
among other things, an estoppel under Rule 109. The Ex¬ 
aminer of Interferences by decision of April 6, 1933 (Bill 
of Complaint—Ex. A) decided in favor of Ellis solely on the 
ground that Goldschmidt and Xeuss were estopped to make 
the counts by reason of failure to move under Rule 109 to 
have their application, Serial Xo. 628,593, brought into the 
first interference with the present counts as issue thereof. 
The Examiner of Interferences found inter alia: 


1. That the Goldschmidt and Xeuss “application consti¬ 
tutes a disclosure and constructive reduction to practice of 
the invention in issue” (Ex. A, p. 5); and 

2. “The Goldschmidt and Xeuss application has been in¬ 
spected and the inspection reveals that the same general 
subject matter was continuously claimed therein from the 
date the original claims were presented to the present time” 
(Ex. A, p. 5). 

5 (IX) On appeal the Board of Appeals, by a deci¬ 

sion dated August 4, 1933 (Bill of Complaint-Ex. B) 
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affirmed the Examiner of Interferences in holding estoppel 
under: 

In re Allsop et ah, 26 F. (2d) 599 
In re Doble, 0. D. 1927, page 101 
In re 'Wasserfallen, C. D. 1924, page 329 
White et al. v. Oviatt, C. D. 1923, page 18 
In re Austin, 5 Pat. Q., page 285 

by reason of applicants’ failure to move in earlier interfer¬ 
ence Xo. 58,965 to include their present application therein 
and to add the counts of the subsequent interference Xo. 
63,690 thereto (said counts being present claims 27 and 28 
herein). 

(X) On October 3, 1933 the Primary Examiner of the 
Patent Office rejected, by reason of the foregoing rulings, 
the Goldschmidt and Xcuss claims in issue (Bill of Com¬ 
plaint Ex. C). 

(XI) On appeal the Board of Appeals by a decision dated 
July 30, 1934 (Bill of Complaint-Ex. D) affirmed the Pri¬ 
mary Examiner’s decision citing: 

In re Shinier, 69 F. (2d) 556 
In re Alexanderson, 69 F. (2d) 541 
In re Austin, 1930 C. D. 505 
In re Allsop & Sibson, 1928 C. D. 122 
In re Doble, 1927 C. D. 101 

and by decision rendered September 11, 1934 (Bill of Com¬ 
plaint-Ex. E) denied plaintiffs’ petition for rehearing. 

October 28, 1937 

WATSOX, BRISTOL, JOHXSOX & LEAVEXWORTH 

Attorneys for Plaintiffs 

October 29, 1937 

R. F. WHITEHEAD 

Attorney for Defendant 
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United States Court of Appeals for the 
District of Columbia 

a In tin* District Court of tlu* United States 

for the District of Columbia 

In Equity Xo. 58249 

American Cyaxamid Company. Marie Isolina Goldschmidt. 
Administratrix of the Estate of Hans Goldschmidt. 
and Oscau Xe.uss. Plaintiffs. 


Conway P. Coe. Commissioner, Defendant. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washingon, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— 

1 Bill of Complaint—Letters Patent 

Filed January 28, 1935 
Supreme Court of the District of Columbia 
In Equity Xo. 58249 

American Cyaxamid Company. Marie Isolina Goldschmidt. 
Administratrix of the Estate of Hans Goldschmidt. 
and Oskar Xf.uss. 30 Rockefeller Plaza, Xew York City 
13-15 Ilerthastrasse, Berlin—Gruemvald Plaintiffs , 

vs. 

Conway P. Coe, Commissioner, Defendant. 

The plaintiffs herein for their bill of complaint allege: 

1. That this suit is brought by American Cyanamid Com¬ 
pany, a corporation organized and existing under and by 
virtue of the laws of the State of Maine and having an office 
at 30 Rockefeller Plaza, New York City, Xew York; Marie 
Isolina Goldschmidt, Administratrix of the Estate of Hans 
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Goldschmidt deceased, a citizen of Germany, of Berlin-Gru- 
enwald, Germany, and Oskar Xcuss, a citizen of Germany, 
residin';- at l>erlin-(’harlottenburg, Germany, as plaintiffs. 

2. That defendant Conway P. Coe is and has at all times 
sinee prior to October 3, 1933 been the Commissioner of 
Patents of the Cnited States and as such resides in the Dis¬ 
trict of Columbia and is a citizen thereof. 


.'I. That this is a suit in equity under the Patent Laws of 
the Cnited States and specifically under Section Xo. 4915 
of the Devised Statutes as amended. 

2 4. That heretofore and prior to the 17th day of Au¬ 

gust. 1922. the said Hans Goldschmidt and Oskar 
Xetiss were the true, original, first and joint inventors of 
certain new and useful improvements in a process of mak¬ 
ing artificial bodies from urea and formaldehyde and of the 
resulting product, not known or used by others in this 
country and not patented or described in any printed pub¬ 
lication in this or any foreign country and not in public 
use or on sale in this country prior to the invention and 
discovery thereof bv said Hans Goldschmidt and Oskar 
Xcuss, or for more than two years prior to their application 
for Letters Patent therefor, as hereinafter recited, and for 
which invention no application for Letters Patent had been 
tiled by them or their legal representatives or assigns in 
any foreign country, more than twelve months prior to 
their application for Letters Patent in the United States, 
as hereinafter recited, and which invention had not and has 
not been abandoned. 

5. That being, as stated, the original, first and joint in¬ 
ventors of the said invention and being entitled to a patent 
therefor, the said Hans Goldschmidt and Oskar Xcuss on 
or about the 17:h day of August, 1922, filed applications 
Serial Xumbers G.57,257 and G.57,258 for patent in the 
German Patent Office on said invention, said applications 
complying in all respects with the requirements of the law 
in such cases made and provided. 

That on or about the 29th day of March, 1923, the said 
Hans Goldschmidt and Oskar Xcuss, filed a corresponding 
application for Letters Patent on said invention in the 
United States Patent Office, said application complying in 
all respects with the requirements of the law in such cases 
made and provided, and bearing an effective date of 
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3 the 17th ol’ August, 11)22, by virtue of the Interna¬ 
tional Convention under the provisions of which the 
United States application was filed. That the said United 
States application was given a tiling date of March 21), 1922 
and Serial No. 628,593, and after the examination required 
by law and other due proceedings had, the Commissioner 
of Patents adjudged that the invention described and 
claimed in said application for Letters Patent in part inter¬ 
fered with a certain patented application, namely, a patent 
of one Carleton Ellis, No. 1,84(5,S53, dated February 23, 
1932, which issued on application Serial Xo. 28,505, filed 
i May (5, 1925 as a division of application Serial Xo. 689,165, 
filed January 28, 1924. The subject matter of the interfer¬ 
ence was defined by the Commissioner of Patents in the fol¬ 
lowing counts, namely: 

Count 1. A process which comprises consolidating the acid 
reaction products of urea and formaldehyde by subjecting 
them to heat and pressure. 

Count 2. Heat and pressure consolidated urea-formalde¬ 
hyde acid reaction products. 

6. That by proper instruments in writing duly executed, 
acknowledged, and recorded in the United States Patent 
Office, the entire, right, title and interest of the said Hans 

i Goldschmidt and Oskar Xeuss in and to their said applica¬ 
tion for United States letters patent Serial Xo. 628,593 and 
also in and to the application Serial Xo. 591,639 mentioned 
in the Exhibits A, B and D hereunto annexed, were duly by 
mesne assignments assigned on or about July 1, 1931 to 
Synthetic Plastics Company, Inc., a corporation of Dela¬ 
ware, and on or about August 15, 1934, prior to the filing of 
the bill of complaint herein, by it to plaintiff American 
Cyanamid Company, which has ever since remained and is 
now sole owner of said applications. 

;4 That, as plaintiffs are informed and believe and 

therefore aver, said Carleton Ellis had, prior to Feb- 
iruary 1, 1934, assigned all right, title and interest in and 
to said patent Xo. 1,846,853 to Ellis-Foster Company, a 
Xew Jersey corporation, which has ever since remained 
and now is sole owner of the same. 

7. That the said plaintiffs Goldschmidt and Xeuss and 
the said Synthetic Plastics Company, Inc. as their assignee 
and as predecessor in title of plaintiff American Cyanamid 
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'unpany. duly offered to present to the Examiner of In- 
terferenees acting on behalf of the Commissioner of Pat¬ 
ents as required by law, full and sulTieient proof establish¬ 
ing the fact that the said Hans Goldschmidt and Oskar 
Xeuss, as heretofore alleged, were the true, original, first 
and joint inventors of the improvements constituting the 
subject matter of said interference, and thereupon the Ex¬ 
aminer of Interferences erroneouslv refused to receive said 
proof or award priority of invention in the subject matter 
of said interference counts to the said Ilans Goldschmidt 
and Oskar Xeuss by ruling, upon motion of said Ellis and 
of said Ellis-Foster Company, as set forth in the annexed 
exhibit marked “Exhibit A’* which is a true copy of the 
decision rendered by the Examiner of Interferences therein 
April 6, 1933. 

8. That thereupon an appeal was duly taken on behalf 
of the said linns Goldschmidt and Oskar Xeuss from the 
said decision of the Examiner of Interferences to the Board 
of Appeals in the Patent Office, and said Board after hear¬ 
ing said appeal, as plaintiffs submit, erroneously, by a de¬ 
cision dated the 4th day of August, 1933, affirmed the re¬ 
fusal to award priority of invention in the subject 
") matter of said counts of the interference to said 
Hans Goldschmidt and Oskar Xeuss by ruling, as set 
forth in the annexed exhibit marked “Exhibit B*’ which 


is a true copy of the decision rendered by said Board of 
Appeals therein August 4, 1933. 

9. That thereupon on the 3rd day of October, 1933 the 
Commissioner refused a patent to the plaintiffs Goldschmidt 
and Xeuss and lo said Synthetic Plastics Company, Inc., 
as their assignee, upon their application for said counts, as 
will appear from the annexed exhibit marked “Exhibit C” 
which is a true copy of the document entered in said appli¬ 
cation by said Examiner on October 3, 1933. That there¬ 
upon an appeal was duly taken on behalf of the said Hans 
Goldschmidt and Oskar Xeuss from the said refusal by the 
Commissioner, to the Board of Appeals in the Patent Office 
and said Board, after hearing said appeal, as plaintiff sub¬ 
mit, erroneously, by a decision dated the 30th day of July, 
1934, affirmed the refusal to allow plaintiffs a patent for 
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said counts, as will appear from the annexed exhibit marked 
* * Kxliihi t D", and that plaintiffs duly petitioned for re¬ 
hearing of said a])peal to the Board of Appeals but said 
Board of Appeals erroneously, as plaintiffs will contend, 
denied said petition by a decision rendered the 11th day of 
September, lb\S+. set forth in a document so dated of which 
a true copy marked “Hxhibit K” is hereunto annexed. 

10. That by said proceedings plaintiffs Goldschmidt and 
Xeuss and sa : d Synthetic Plastics Company, Inc. as their 
assignee and as predecessor of plaintiff American Cyan- 
amid Company, were refused a patent by the defendant 
upon said application of Goldschmidt and Xeuss for the in¬ 
vention set forth in said counts, on the .‘10th day of July, 
IJ24, and such refusal subsequently repented. Xo 
0 appeal has been taken to the United States Court of 
Customs and Patent Appeals from said refusal or 
from any of said decisions by the Board of Appeals. 

\V • l KKKFOKFj, the plaintiffs bring this suit in equity 
under and in accordance with the provisions of the statute 
in such cases made and provided and pray this Honorable 
Court: 

(1) To decree that the said Hans Goldschmidt and Oskar 
Xeuss were the true, original, first and joint inventors of 
the subject matter of the said counts, and that plaintiff 
American Cvanamid Company, as assignee of all right, title 
and interest in and to the said invention and application of 
Hans Goldschmidt and Oskar Xeuss. is entitled to receive 
hitters patent of the United States for such invention. 

(2) To authorize the Commissioner of Patents to issue 
to American Cvanamid Company, as assignee of said Mans 
Goldschmidt and Oskar Xeuss, a patent on the above desig¬ 
nated application including the subject matter of said 
counts. 

(J) That the process of sunpoena be issued directed to 
said defendant Conway P. Coe, Commissioner, command¬ 
ing him to appear and make answer to this bill of complaint 
and 1o perform and abide by such orders and decrees herein 
as to this Court may seem just. 
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(4) For such other and further relief as equity may rc- 
qlt: re. 

AMERICAN (TAN A Mil) COMPANY 
MARIK ISOL1NA GOLDSCHMIDT, 

Ad miuist rat rix of I In- Estate of Hans Goldschmidt 
OSKAR NEUSS 

Bv WATSON, BRISTOL. .JOHNSON & 
LKA YEN WORTH 
Their Allot • net/s 

WATSON, BRISTOL, 

.JOHNSON vk LEAVENWORTH 
L. A. WATSON 
I). A. WOODCOCK 
WM. 1\ SPlELMAN 
Of Counsel for Plaintiffs 
Dated .January , 1935. 


Exhibit A 

DEPARTMENT OF COMMERCE 
United States Patent Office 
Washington 

April 6,1933 

Interference No. 63,690 
Ellis 
vs. 

Goldschmidt and Neuss. 

Motion to Dissolve 
Motions to Strike 


Tlie party Ellis moves to dissolve on the grounds that 
(1) Goldschmidt and Neuss are estopped to make the counts 
by reason of res ad judicata; (2, 3) that the party Gold¬ 
schmidt and Neuss has no right to make the counts by 
reason of insufficient disclosure; (4) that the party Gold¬ 
schmidt is not a joint inventor of the subject matter of the 
counts; and (5) that the party Goldschmidt and Neuss has 
no right to make the counts by reason of laches. 
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The party Ellis moves to strike out the preliminary state¬ 
ment of the party Goldschmidt and Xeuss (paper 9). 

The party Ellis further moves to strike out a paper filed 
on behalf of the party Goldschmidt and Xeuss at the hear¬ 
ing, purporting to be a preliminary statement of the as¬ 
signee of Goldschmidt and Xeuss. 

The party Goldschmidt and Xeuss moves to strike out 
the portions of the Ellis brief relatin'*; to equitable estoppel 
on the ground that the question was not raised in the mo¬ 
tion to dissolve (paper 17). 

* The invention is described in the two counts of the 

issue as follows: 

1. A process which comprises consolidating tin* acid re¬ 
action products of urea and formaldehyde by subjecting 
them to heat and pressure. 

Heat and pressure consolidated urea-formaldehyde acid 
reaction products. 

The motions to strike will first be treated. 

The motion to strike by the party Goldschmidt and Xeuss 
is not deemed well founded. Ground 5 as listed in the mo¬ 
tion to dissolve (paper 8) by the party Ellis relates to the 
delay in making the claims, which became the issue of the 
interference, by the party Goldschmidt and Xeuss, which 
delay is an element of equitable estoppel and, therefore, a 
sufficient basis for the argument in the Ellis brief. The 
motion to strike by Goldschmidt and Xeuss will be denied. 

The motion by the party Ellis to strike the original Gold¬ 
schmidt and Xeuss preliminary statement from the file is 
based on the fact that the statement as filed was signed 
only by the joint inventor Oskar Xeuss. it bein'*- explained 
therein that the other joint inventor Hans Goldschmidt was 
deceased. In approvin'*; the statement provisionally, it was 
stated by the examiner of interferences (paper 7) that the 
acquiescence of the lejxal representative of Goldschmidt 
should be filed as soon as possible. This as yet has not been 
done. However, Ellis is the junior party and he lias the 
burden of taking testimony, if the interference proceeds, 
regardless of whether or not Goldschmidt and Xeuss even¬ 
tually satisfy the requirement. The party Ellis is, there¬ 
fore, not prejudiced bv the failure of Goldschmidt and 
Xeuss to correct the deficiency and the motion to strike 
will be denied. It is held, however, that the party Gold- 
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schmidt and Xeuss shall either comply with the requirement 
or otherwise correct the situation before the date of 
1) filial hearing, if the interference proceeds. 

Bearing on the above situation the party Gold¬ 
schmidt and Xeuss alleges that attempts have been made 
to secure the acquiescence of the legal representative of 
Goldschmidt, but that no response has been had to their 
correspondence. In lieu thereof counsel for Goldschmidt 
and Xeuss has tiled a paper purporting to be a preliminary 
statement by the assignee of Goldschmidt and Xeuss and 
with respect to this paper the party HI 1 is has also brought 
a motion to strike. This paper is not satisfactory for the 
reasons that no showing of facts has been made that the 
acquiescence of the legal representative of Goldschmidt is 
not obtainable: that the paper is not complete in itself in 
the form required by Buie 110, adoption of the former pre¬ 
liminary statement not being sufficient; and that no show¬ 
ing of facts has been made that the alleged assignee therein 
is the assignee of the entire interest or an undivided part 
thereof. The paper is not approved and the motion to 
strike will be granted to the extent that it will not be ac¬ 
cepted as a preliminary statement. 

Grounds 2 and 3 of tin* Ellis motion to dissolve question 
the sufficiency of the Goldschmidt and Xeuss disclosure to 
support the counts. In ground 2 Ellis contends that Gold¬ 
schmidt and Xeuss fail to disclose (a) either temperatures 
to which the mixture of urea and formaldehyde are heated 
in the presence of acid or the period of heating; (b) that 
Goldschmidt and Xeuss do not disclose the concentration of 
formaldehyde in their example 2; (c) that there is no dis¬ 
closure of pressures to be employed in hot pressing the 
condensation products; and (d) that Goldschmidt and 
Xeuss do not disclose in example 2 pressures or tem- 
10 peratures for hot pressing. As to (a) and (b) it 
will be noted that the counts are not concerned with 
an antecedent process of obtaining urea formaldehyde 
products, but are only concerned with the hot pressing of 
such products and the product obtained thereby. Conten¬ 
tions (a) and (b) are. therefore, irrelevant. As to conten¬ 
tion (c) it is not maintained apparently that the pressures 
necessary are critical, it being, consequently, considered 
that this may be left to the discretion of the operator to 


■ 

> 

. 

i 
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determine in view of the density of the product desired. 
With respect to contention (d) it is true that example 2 of 
Goldschmidt and Xeuss does not disclose temperatures at 
which the pressing is to be carried out. However, example 
1 gives a temperature of about 100 (\ for the operation, 
and it is held that example 1 supports the counts. 

Ground M refers to an apparent failure of the Gold¬ 
schmidt and Xeuss specification to give more than one 
example of treatment of and reaction products of formal¬ 
dehyde and urea (example 1) and to the failure thereof to 
point out the utility of acid reaction products in general in 
hot pressing operations. In response it is pointed out by 
Goldschmidt and Xeuss that on page 1 of their specifica¬ 


tion it is stated 1 hat condensing media of acid character 


which themselves are adapted to form resinous products 
with formaldehyde, such as phenol, may be used and that 
example 2 gives an example, in mentioning resorcin, of the 
use of di-phenols. In view thereof and of the mention of 
sulphuric acid in example 1, it is considered that a suf¬ 
ficiently broad basis is had in the Goldschmidt and Xeuss 


disclosure for the making of the counts. 

The fourth ground of the Ellis motion to dissolve states 


in substance that Goldschmidt and Xeuss were not joint 
inventors of the subject matter in issue. Since this 
11 is a matter which relates to priority and may be 
more properly considered in connection with final 
hearing, the motion will be dismissed as to this ground. 
Whether or not the joint applicants were properly joined, 
their application constitutes a disclosure and constructive 
reduction to practice of the invention in issue. 

In the fifth ground of his motion the party Ellis asserts 
that Goldschmidt and Xeuss are barred from making the 
counts by reason of failure to claim the subject matter 
thereof for nearly nine years. In his motion and brief the 
party Ellis fails to treat the claims of the Goldschmidt and 
Xeuss application in detail and point out in what manner 
they were not drawn to the same general subject matter 
as the counts. The Goldschmidt and Xeuss application has 
been inspected and the inspection reveals that the same 
general subject matter was continuously claimed therein 
from the date the original claims were presented to the 
present time. The motion will be denied on this ground. 
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(iround 1 of the motion to dissolve while apparently re- 
t erring to a question of estoppel by res ad judicata, deals 
in substance with estoppel of the party Goldschmidt and 
X (Miss to make the counts, by reason of failure to take 
timely action under Rule 105) in a prior interference. The 
prior interference, Xo. 58,9(55, involving the same parties 
was declared October S, 1929, and brought to a termination 
May 25. 1922. The party Goldschmidt and Neuss was in¬ 
volved in said interference on application Serial No. 
591,(529. filed September 20, 1922, and the party Ellis was 
involved oil application Serial No. (589,155, filed January 

28. 1924. The counts of this interference were pres- 
12 ent and allowable in the Ellis application Serial No. 

591.(529 as claims 18 and 20 thereof from May 25, 
1928. to January 12, 1922, and therefore throughout the 
motion period in the said former interference No. 58,965. 
On January 12. 1922, Ellis transferred the said allowed 
claims to a divisional application which became the patent 
herein involved. During the time in which Goldschmidt 
and Xeuss had full access to the said allowed claims 18 and 
20 of Ellis, they had pending in a division other than the 
one which set up tin* former interference, their instant in¬ 
volved application Serial No. (528,592. Goldschmidt and 
Xeuss failed to move under Rule 109 in the former inter¬ 
ference to have their application Serial No. (528,592 brought 
in interference with the Ellis application Serial No. (589,165 
with the said claims 18 and 20 as the issue thereof. This 
would seem to set up a clear case of estoppel against the 
party Goldschmidt and Xeuss. Goldschmidt and Neuss al¬ 
lege in excuse of their failure to move that they were un¬ 
able to seasonably do so because they did not consider the 
said claims 18 and 20 patentable to Ellis and the bringing 
of a motion under Rule 109 would be repugnant to this 
position. That Goldschmidt and Neuss had such a posi¬ 
tion is not borne <>nt by their record which apparently shows 
complete inaction in relation to this matter until after the 
Ellis patent issued. Such inaction is hardly demonstrative 
of their position where it appears that affirmative action 
could have been taken. It is considered that in order to 
show their position, it was at least incumbent upon them to 
have moved ex parte before the primary examiner, during 
the former motion period, to insert the said claims 18 and 


AMERICAN* CYANAMID CO. ET AL. VS. CONWAY P. COE. 11 


20 in their instant application with the suitable explana¬ 
tion that the said claims were taken from the Ellis applica¬ 
tion and that they considered them patentable to 
13 themselves but not to Ellis and that, therefore, they 
had not moved to insert them under Rule 101). Un¬ 
der the circumstances, their excuse is deemed without 
weight and Goldschmidt and Xeuss are held estopped to 
make the counts. 

The motion to strike brought by the party Goldschmidt 
and Xeuss is denied. 

The motion to strike the preliminary statement of the 
party Goldschmidt and Xeuss brought by the party Ellis 
is denied. 

The motion to strike the alleged preliminary statement 
of the assignee of Goldschmidt and Xeuss brought by the 
party Ellis is granted to the extent indicated. 

The motion to dissolve brought by the party Ellis is 
granted as to ground 1, denied as to grounds 2, 3, and 5, 
and dismissed as to ground 4. 

Limit of appeal: May 0, 1933. 

Examiner of Interferences , 
Room 371S. 


14 Exhibit B 

Appeal Xo. 91 SO 

Hearing: 

July 24, 1933 

Mailed Aug - 4 1933 
In the United States Patent Office 


Before the Board of Appeals 


Ellis vs. Goldschmidt Xeuss 

* # # 

Patent Interference Xo. 03,090 between the Patent Xo. 
1 ,840,853 granted to Uarleton Ellis February 23, 1932 on 
an application tiled May (J, 1925, Serial Xo. 28,505, division 
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uf St»ri;i 1 Xo. 689,165 filed January 28, 1924 and the ap¬ 
plication of Ilans Goldschmidt and Oskar Xeuss filed March 
2d, 1923, Serial Xo. 628,593. Synthetic Resin and Process 
of Making Same. 


Mr. S. Shappirio for Hllis. 

Mr. A. B. Foster and Mr. 11. (’. Bierman for Goldschmidt 
A' Xeuss. 


This is an appeal hv tin* party Goldschmidt et al. from 
the deicision of the Hxaminer of Interferences dissolving 
the interference. 

The Examiner of Interferences held that Goldschmidt 
et al. were estopped to make the counts. In a prior inter¬ 
ference, Xo. 38,965, between the same parties they failed 
to make a motion under Rule 109 to have their application, 
Serial Xo. 628,393 brought into interference with the Ellis 
application, Serial Xo. 689,165 with the present counts as 
issue thereof. 

The facts leading up to the declaration of the present 
interference do not appear to be disputed. Both opposing 
parties have filed two applications. Goldschmidt 
15 et al. filed an opposition Xo. 591,639 September 20, 
1922 and a second application Xo. 628,593 March 29, 
1923. The first application was examined in Division 6 
and the second one in Division 15. Ellis filed an applica¬ 
tion Xo. 689,156 January 28, 1924 and a divisional applica¬ 
tion Xo. 28,505 May 6, 1925, both applications being exam¬ 
ined in Division 6. A prior interference Xo. 58,965 was 
declared between application Xo. 591,639 of Goldschmidt 
et al. and application Xo. 689,156 of Ellis. This interfer¬ 
ence terminated May 25, 1932 with an award of priority 
of the broad counts to Ellis and the more limited counts 
to Goldschmidt et al. 

The present interference, Xo. 63,690, was declared April 
22, 1922 between application, Xo. 628,593 of Goldschmidt 
et al. and a patent Xo. 1,846,853 granted February 23, 1932 
on the divisional application Xo. 28,505 of Ellis. The 
counts of this second interference are more limited than 
any of the counts involved in the prior interference. It 
appears further, and this is the basis for the estoppel 


I 
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raised, that claims corresponding to the present counts 
stood allowed in the Kliis application. Xo. 689,156 from 
May 25, 1928 up to January 12. 1932. During most of this 
time this application was involved in the prior interference 
and Goldschmidt et al. had access to it and knew of their 
allowance. Xo move was made by Goldschmidt et al. to 
have their application Xo. 62S,593 in Division 15 brought 
in interference with the Kliis application with these claims 
as the issue. The opposing party Kliis had no knowledge 
of this application Xo. 628,593, during this time. On Jan¬ 
uary 12, 1932 Ellis transferred the claims corresponding 
to the present counts from his parent application, Xo. 

689,156, involved in the interference to his divisional 
16 application Xo. 28,565 and the latter was patented 

February 23, 1932. After the patent issued the party 
Goldschmidt et al. copied the claims in their application, 
Xo. 628,593 and the present interference was declared. 

It appears from the above facts that the party Gold¬ 
schmidt et al. knew on October 8, 1929 that the present 
counts had been allowed to Kliis in application Xo. 689,156. 
They also knew that these counts could be made in their 
application Xo. 628,593 in Division 15 whereas Ellis had 
no knowledge of this. From October 8, 1929 until early in 
1932 Goldschmidt el al. made no effort to disclose to Ellis 
that they had this application pending or to request an in¬ 
terference on these counts. The excuse given is that Gold- 
sehmidt et al. did not make a motion to institute an inter¬ 
ference because thev would then admit that Ellis could 
make the counts, a fact which they deny. We do not re¬ 
gard this as a sufficient excuse. The Examiner of Inter- 


ferences has suggested a mode of procedure by which this 
difficulty could have been avoided. This excuse can be 
raised in any case where a party is delinquent. 

The practice is well established that a party in an inter¬ 
ference finding that there is present in his opponent's ap¬ 
plication claimed subject matter not present in his own ap¬ 
plication but is disclosed in some other application which 
he controls, he must promptly bring a motion to institute 
an interference between said other application and his op¬ 
ponent's application, so that the whole controversy can be 
disposed of. If he fails to do so, he will generally be es¬ 
topped to later contest an interference on such subject mat- 
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ter. A large numl>er of decisions have been cited by the 
party Fllis which support tliis practice. 

Representative decisions are in re Allsop et al. 2(5 

17 Fed. (2) 7)59; In re Doble C. 1). 1927, page 101: In re 
Wasserfalien D. 1924, page 229; White et al. v. 

Oviatt (’. 1). 1922, page 18 and In re Austin, 5 Pat 2, page 
285. In the prior interference No. 58,9(55 it was clearly the 
duty of Goldschmidt et al. to move promptly under Rule 109 
to institute the interference between his application, No. 
(528,59.2. and the Kllis application if they desired to contest 
priority on the subject matter of the present counts. Not 
having done so they are now estopped. 

It is contended by Goldschmidt et al. that estoppel does 
not apply because they won limited claims in the prior inter¬ 
ference and further that the subject matter of the present 
interference is different from that which was contested in 
the prior interference. We do not think any different rule 
applies to this situation. Reference may be had to the facts 
in the case of In re Allsop cited. In that case Allsop et al. 
tiled one application which was patented November 18, 1919. 
Their second application was filed November 14, 1919. The 
opponent Buckley tiled March 19, 1920 and copied 10 claims 
from the patent and an interference was declared. Priority 
on these 10 clonus teas award a! to Allsop et al. These 10 
claims were then cancelled by Buckley. The Buckley appli¬ 
cation from its filing date disclosed other subject matter and 
contained claims to it which did not read on the Allsop et 
al. patent, but which was present in the second application 
of Allsop et al. but not claimed therein. After the Buckley 
patent issued July 8, 1924 the party Allsop et al. filed an 
amendment in their second application copying a large num¬ 
ber of claims from the Buckley patent and requested an in¬ 
terference. This was refused and upon appeal to the 

18 Court of Appeals of the District of Columbia, Allsop 
et al. were held to be estopped to contest the inter¬ 
ference. The essential facts in this decision are similar to 
the facts in the present case. Note that claims standing al¬ 
lowed in Buckley's application, during the first interference, 
covered other subject matter and were not readable on All¬ 
sop et al's. application in the interference. Note also that 
Allsop et al. won the first interference. 
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Goldschmidt et al. assign as one of the reasons for the ap¬ 
peal that the Examiner of Interferences refused their mo 
tion to strike from the record the part of the Ellis brief be¬ 
fore him which related to estoppel. This is not a proper 
"round for appeal and as to this ground the appeal is dis¬ 
missed. 


The decision of the Examiner of Interferences is affirmed. 


August 4, 1933 


Board of Appeals 

F. M. HOPKINS 

A ss't si a ni C<> in in issi ni/cr 

J. W. CLIFT 

Exa m iucr-iu-( 'h irf 

F. P. EDINBURG 

Exiuuiuvr-iu-Chicf 


19 Exhibit C 

Department of Commerce 
United States Patent Office 


Washington 

October 3, 1933. 

Applicant: Hans Goldschmidt et al 
Ser. No. 028,593 
Filed March 29, 1923 
For Process of 
Making Artificial Bodies from 
Urea and Formic Aldehyde. 


Claims 27 ami 28 are FINALLY REJECTED in accor¬ 


dance with the outcome of Interference #63,690. 

Claims 29 to 40 should be cancelled in accordance with the 
decision of the Board of Appeals affirming the holdings of 
the Examiner. 

Cancellation of claims 25 and 26 and claims 41 to 46 inclu¬ 
sive is required because these claims have not been entered 
for the reason that both of these groups were filed after the 
Examiner's statement on appeal from final rejection had 
gone forward. 


h; 
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Tlie remaining claims 23 and 24 stand allowed in accor¬ 
dance with the decision of the Board of Appeals of Sept. 

•>S ] ()^*> 

(signed) LOUIS W. WORRKLL. 

Exa miner 


20 Exhibit I) 

Appeal X<>. 11.450 ST 

Hearing: 

June 28. 1034 

In the United States Patent Office 


Before the Board of Appeals 


Ex imrte Ilaus Goldschmidt & Ockar Xeuss 


Application for Patent filed March 20, 1023, Serial Xo. 
028.593. Process of Making Artificial Bodies from Urea 
and Formic Aldehvde. 


Mr. A. B. Foster and Mr. 11. (’. Bierman for applicants. 


This is an appeal from the decision of the Primary Hxam- 
iner finally rejecting claims 27 and 28 which read as follows: 

27. A process which comprises consolidating the acid re¬ 
action products of urea and formaldehyde hv subjecting 
them to heat and pressure. 

28. Heat and pressure consolidated urea-formaldehyde 
acid reaction products. 

The ground of rejection is that Goldschmidt et al are 
estopped to obtain the above claims because of a certain 
prior interference proceeding. The pertinent facts of said 
proceeding are as follows: 

Goldschmidt et al filed an application Xo. 7)01,639, Sept. 
20. 1922, and a second application Xo. 628,593, March 29, 
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1923. The lirst application was examined in Division 6 and 
the second one in Division 15. A party Ellis tiled an 

21 application No. 089,156, Jan. 28, 1924, and a second 
application (a division of the lirst) Xo. 28,505, May 0, 

1925. Both applications were examined in Division 0. An 
interference, Xo. 58,905, was declared Oct. 8, 1929, between 
the first application Xo. 591,039 of Goldschmidt et al and 
the lirst application Xo. 089,150 of Ellis. This interference 
terminated May 25, 1932. with an award of priority of the 
broad counts to Ellis and of the limited counts to Gold¬ 
schmidt et al. 

During this interference Ellis had the present claims 27 
and 28 standing allowed in his first application, Xo. 089,150. 
They were not readable on the lirst application of Gold¬ 
schmidt et al in the interference but were readable on his 
copending second application Xo. 028,593. The latter appli¬ 
cation was not open to inspection by Ellis. Goldschmidt et 
al made no motion to have their second application added 
to the interference. They did not at this time disclose to 
Ellis that they had this second application pending which 
would support claims 27 and 28. 

On Jan. 12, 1932. Ellis transferred these claims from his 
lirst interfering application to his second divisional applica¬ 
tion Xo. 28.505, and this divisional application was patented 
Xo. 1,840,853, Feb. 23, 1932. When this patent has been issued 
Goldschmidt et al copied the claims March 28, 1932, in this 
second application Xo. 028.593 and a second interference 
was declared. The Examiner of Interferences dissolved 
the second interference on the ground of estoppel. He held 
that Goldschmidt et al should have moved under Rule 109 
during the motion period of the lirst interference to have 
the second application added thereto, and. because of their 
failure to do so, they were now estopped to obtain 

22 these claims. Upon appeal to the Board of Appeals 
the decision of the Examiner of Interferences was 

affirmed. 


In the present ex parte appeal by Goldschmidt et al on 
their second application the same question is presented for 
decision. Applicants take the position that under the cir¬ 
cumstances of this case it was error to reject the claims on 
the ground of estoppel. They point out, and that was ad¬ 
mitted by the Examiner of Interferences in his decision. 
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that they have been claiming the subject matter of the* 
present claims all the time since the filing of their present 
application. They argue that therefore the Commissioner 
was required by Section 4904 of the Revised Statute to de¬ 
clare an interference and that it was not incumbent on them 
to move under Rule 109 in the first interference to have the 
second application added. They also argue that Rule 109 
is permissive and is not mandatory in its provisions. 

1 Bv institution: the first interference the Commissioner 

» w 

brought the parties together so that they had an opportunity 
to assert claims to any common subject matter of which they 
believed themselves the first inventor. Rule 109 was pro¬ 
vided for the benefit of applicants so they would have an 
opportunity to bring forward any claims or other applica¬ 
tions that they might desire to have added to the interfer¬ 
ence. It is of course true that a second interference was not 
instituted by the Office at that time. It is believed, however, 
that the statute was fully complied with and that the parties 
were given their dav in court. Goldschmidt et al were given 
access to the Ellis application and were fully apprised of 
what Ellis was claiming. 

23 The estoppel for failure to follow the practice laid 
down in Rule 109 has long been recognized. It has 
been set forth in a long line of decisions by the Commis¬ 
sioner and by the Court of Appeals of D. C. and the Court of 
Customs and Patent Appeals. This rule gives the parties 
to an interference an opportunity to bring forward all the 
claims to the common interfering subject, and also bring for¬ 
ward other applications that they may desire to have added 
to the interference. The purpose of the rule is to give the 
parties an opportunity to speedily settle the entire contro¬ 
versy between them. It has also become the established 
practice that if a party fails to take advantage of the pro¬ 
visions of this rule, lie will afterwards be held estopped to 
obtain claims to other common subject matter not actually 
involved in the courts of the interference. 


In re Shinier, 69 F. (2) 556 
" ’’ Alexanderson, 69 F. (2) 541 
” ” Austin, 1930 C. D. 505 
’• ” Allsop & Sibson, 192S C. I). 122 
” ” Doble, 1927 C. D. 101. 
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The decision ol‘ in re Austin states clearly the established 
practice under Rule 109 and appears to indicate that the 
rule is mandatory: 


“Furthermore, although counsel for appellant stated in 
open court that lie was not aware of the fact, it lias long 
been the practice in the Patent Office to require a common 
assignee, if it desires to raise the issue of priority, to bring 
into an interference, to which it is a party, all of its applica¬ 
tions, patents, and claims which it deems should be made the 
basis of interference between it and the other parties there¬ 
to. Ex parte Temple and Goodrum, decided November 11, 
1911, 176 O. G. 526, 1912 C. D. 70; Frickey v. Ogden, 1914 

C. D. 19, 199 0. G. 307. Furthermore, if a party to an inter¬ 
ference fails to comply with the rules of the Patent Office 
relative to the presentation of such claims, it is thereafter 
estopped from presenting them as a basis for another inter¬ 
ference between the same parties. Ex parte Temple and 
Goodrum, supra, Frickey v. Ogden, supra; The New Depar¬ 
ture Manufacturing Company v. Robinson, 39 App. 

24 D. C. 504, 188 O. G. 1055, In re Capen, 43 App. D. C. 

342, 214 O. G. 685; In re Wasserfallen, 54 App. D. C. 
367, 298 Fed. 826, 328 0. G. 7; Application of Doble, 57 App. 

D. C. 10,16 F. (2d) 350, 356 O. G. 4.” 


In a recent decision bv the Court of Customs and Patent 
Appeals the ruling made in In re Austin is referred to with 
approval. In making comments on the practice under Rule 
109 the court stated; 


“It may be stated that this rule works no hardship to him 
who is diligent in pursuit of his rights. When an interfer¬ 
ence is declared, the files of his contestants are open to him. 
lie has full cognizance of their disclosures and claims. So 
advised, it becomes his duty to put forward every claim lie 
lias. Rule 109 affords him this opportunity. If the rule lie 
not enforced or enforceable, then delays and litigation are 
greatly increased. It is quite obvious that the doctrine of 
estoppel, as applied in these cases, results in the better con¬ 
duct of the business of the Patent Office and in the public 
good.” 


In this decision the Court cited the following decisions 
on estoppel: 
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Tn re Kraucli et al, 56 F. (2) 290 
*' •* Boudin, 58 F. (2) 448 
” ” Ellis et al, 47 F. (2) 963. 

Attention is directed particularly to the lirst decision cited. 

In our decision in the second interference where we held 
Goldschmidt et al were estopped to obtain the present 
claims, we cited a number of decisions. We discussed in de¬ 
tail the pertinency of In re Allsop & Sibson. Applicants 
point out that the court in that case laid special emphasis 
on the fact that Allsop and Sibson were not claiming the 
subject matter in the Buckley application for four years 
prior to the granting of the Buckley patent. Although this 
was one of the factors in that case, we still think the de¬ 
cision is pertinent here. During the interference Buckley 
had claims in his application to other subject matter 
25 which were readable on a copending application of 
Allsop and Sibson but not on their application in the 
interference. They failed to bring forward this second ap¬ 
plication under Rule 109 and were later held estopped to 
obtain claims in it which were involved in the Buckley 
patent. 

Applicants are relying mainly on the decision of In re 
Martin, 48 App. D. C. 187. The Court in the decision In re 
Shinier points out that the doctrine announced in the Martin 
case is not in harmony with other decisions of the Court of 
Appeals on this subject. The Martin case was decided in 
1918. In subsequent cases within recent years a stricter 
rule has been applied than was applied in the Martin case. 
On a similar state of facts in In re Shinier, above, the Court 
of Customs and Patent Appeals applied the doctrine of 
estoppel. 

It is our view that under the present well defined practice, 
as set forth in numerous decisions cited, applicants are 
clearly estopped to obtain the present appealed claims be- 
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cause of their failure to move under Rule 109 to add this ap¬ 
plication to the first interference. 

The decision of the Examiner is affirmed. 


Board of Appeals. 

BRYAN M. BATTEY 

Assistant Com missioncr 

J. W. CLIFT 

Exa m iner-in-Ch ief 

F. P. EDINBURG 

Exa m iner-in-Ch i cf 

July 30, 1934. 


26 Exhibit E 

Appeal No. 11,459 

In the United States Patent Office 


Before the Board of Appeals 


Ex parte Hans Goldschmidt and Oskar Neuss 

# • • 


Application for Patent filed March 29, 1923, Serial No. 
628,593. Process of Making Artificial Bodies from Urea 
and Formic Aldehyde. 


Mr. A. B. Foster and Mr. Reuben Schmidt for applicants. 


Petition for Rehearing. 

A petition for reconsideration has been filed. The peti¬ 
tion reiterates the same points which were discussed in the 
appeal brief. These points were fully considered in arriv¬ 
ing; at our prior decision. We stated our reasons fullv in 
the decision for the conclusion reached. As no new points 
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;uv presented, wo find no reason 
The petition tor reconsideration i 


for reconsidering the case, 
s therefore denied. 


Board of Appeals. 

BRYAN M. BATTEY 

Assistant Commissi otter 

J. AV. CLIFT 

Examiner-iv-( 7/ irf 

F. P. EDINBURG 

Exa m iner-in-Ch i ef 

Sept. 11, 1934 


27 Answer to th<‘ Bill of Complaint 

Filed Fobruarv 14, 1935 
» 7 

# * * 

T. A. Hostetler, 

Solicitor, U. S. Patent Office, 
for Defendant. 

To the Honorable 
The Judges of the Supreme Court 
of the District of Columbia. 

Conway P. Coe, Commissioner of Patents, defendant 
herein, in answer to the Bill of Complaint alleges on in¬ 
formation and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of organization and place of business and status of plain¬ 
tiffs. 

2. He admits the allegations of defendant’s position and 
official residence. 

3. He admits the allegation of jurisdiction under Section 
4915 R. S.: 35 IT. S. C. A. 03, as amended. 

4. He admits the allegations of invention and the non- 
existence of statutory bars in so far as they apply to the 
claims that have been allowed, but denies that plaintiff is en¬ 
titled to an allowance of the claims entitled Counts 1 and 2 
recited in paragraph 5 of the Bill. 

5. He admits that plaintiff Hans Goldschmidt and Oskar 
Neuss filed applications for leters patent in Germany on the 


AM EIMC AN CYAN AM II) CO. ET AL. VS. CONWAY 1\ COE 


17th (lay ol’ August, 1922, to which Serial Numbers G. 57,- 
257 and (1. 57,258 were given, and that said applicants liied 
, a corresponding application in the United States Patent 
Office on March 29, 1923, to which Serial No. (528,593 was 
given, which application was held to interfere with a 

28 patent to Ellis, No. 1,846,853 with respect to counts 1 
and 2 recited in paragraph 5 of the Bill. 

6. He admits the allegations of assignments. 

7. Tie admits that the interference was dissolved by the 
, Examiner of Interferences, but denies that the action of the 

Examiner of Interferences was erroneous. 

8. lie admits that appeal was taken to the Board of Ap¬ 
peals from the decision of the Examiner of Interferences 
and that the Board of Appeals on August 4. 1933. rendered 
a decision affirming the decision of the Examiner of Inter- 

: ferences and denies that the decision of the Board of Ap¬ 
peals was erroneous. 

9. He admits that the primary examiner on October 3, 
1933, rejected certain claims, but denies that the action of 
the primary examiner was erroneous. 

10. He admits that plaintiffs have been refused a patent 
containing claims 27 and 28 (“counts" 1 and 2 of paragraph 
5) and that no appeal has been taken to the United States 

; Court of Customs and Patent Appeals. 

11. FURTHER ANSWERING defendant denies that 
plaintiffs are entitled to an allowance of the claims entitled 
“counts 1 and 2" recited in paragraph 5 of the Bill on the 

.ground of estoppel. Plaintiffs' earlier application No. 
591,639 was in interference with an application of Ellis, in 
! Interference No. 58,965. At that time claims 27 and 28, of 
which “counts 1 and 2" are copies, stood allowed in the said 
Ellis application. Plaintiffs failed to make these claims in 
the present application No. 628.593. which application sup¬ 
ports these claims so that priority could have been awarded 
as to them in that interference No. 58,965 in accor- 

29 dance with Rule 109 and the well established practice 
provided in such cases. Plaintiffs are not entitled to 

an allowance of these claims as that would require reinstate¬ 
ment of the second interference with the patent to Ellis in 
which these claims stand as claims 3 and 4. 

WHEREFORE defendant having fully answered the Bill 
of Complaint denies that plaintiffs are entitled to the relief 
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demanded or any part thereof and prays that the Hi 11 be dis¬ 
missal with all costs of the proceedings against the plain¬ 
tiffs as provided in Section 41*1.") R. S. 

CONWAY P. COE 

Commissioner of Patents. 
Defendant . 

T. A. Hostetler, 

Solicitor of the U. S. Patent Office, 

Attorney for Defendant. 

District of Columbia: ss. 

I, Conway P. Coe, Commissioner of Patents, depose and 
sav that I have read the above answer bv me subscribed and 
know the contents thereof, and that the statements of facts 
therein made as upon personal knowledge are true, and 
those made upon information and belief I believe to be true. 

CONWAY P. COE 

Commissioner of Patents. 

Subscribed and sworn to before me this 13th day of 
Februarv, 11)35. 

ALBERT W. KAISER 

(Notarial Seal) Notary Public, D. C. 

My commission expires March 21, 1938. 


30 Memorandum Opinion 

Filed February 11, 1938 
# * * 

This is a suit in equity under Sec. 4915, R. S. to authorize 
the Commissioner of Patents to issue a patent. 

Plaintiff American Cyanamid Company is the assignee, 
through mesne assignments, of Goldschmidt and Neuss. 

Goldschmidt and Neuss filed two applications in the Pat¬ 
ent Office, the first. No. 591,639, on September 20, 1922, and 
the second. No. 628,593, on March 29, 1923. While these 
applications disclosed specifically different inventions, they 
were closely related. 

On January 28, 1924 one Carleton Ellis filed his applica¬ 
tion No. 689,165, disclosing substantially the same inven¬ 
tions as were disclosed in the two Goldschmidt and Neuss 
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Applications. On May 6, 1925 Ellis filed his Divisional 
Application No. 28,505. 

On October 8, 1029 Interference No. 58,965 was declared 
between the Goldschmidt and Neuss application No. 591,639 
and the Ellis application No. 689,165, whereupon each in- 
terferant had access to the application of the other and 
knew what such application claimed. Ellis, however, had 
no access to the Goldschmidt and Neuss application No. 
628,593, involved here. 

On January 12, 1932 Ellis transferred from his Applica¬ 
tion No. 689,165 those claims which cover the instant in¬ 
vention, to his Divisional Application, which went to patent 
on February 23, 1932. 

On January 29, 1932. in Interference No. 58,965 the 
broad counts were awarded to Ellis and the limited 
31 counts to Goldschmidt and Neuss. 

On April 22, 1932 a second interference, No. 
63,690, was declared between the second Goldschmidt and 
Neuss application (No. 628.593) and the Ellis patent. The 
subject-matter of this second interference was defined in 
two counts as follows: 

1. A process which comprises consolidating the acid re¬ 
action products of urea and formaldehyde by subjecting 
them to heat and pressure. 

2. Ileat and pressure consolidated urea-formaldehyde 
acid reaction products. 

These counts appear as claims 3 and 4 of the Ellis patent 
and claims 27 and 28 of the Goldschmidt and Neuss second 
application (No. 628,593). 

In the second interference Ellis made a motion to dis¬ 
solve on the ground that Goldschmidt and Neuss were 
estopped to make these claims under Sec. 109 of the Rules 
of Practice in the Patent Office, which reads as follows: 

.. . Any party to an interference may bring- a motion to add 
or substitute any other application owned by him, as to the 
existing- issue, or to include an application or a patent 
owned by him, as to claims which should be made the basis 
of interference between himself and any of the other par- 
t ies. 

On April 6, 1933 the Examiner of Interferences granted 
the motion to dissolve, agreeing- with Ellis that Gold¬ 
schmidt and Neuss were estopped to make the counts by 
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reason of their failure* to move under Rule 109 to have their 
second application brought into the first interference with 
the present counts as an issue thereof. The Examiner of 
Interferences found, inter alia: 

1. That the Goldschmidt & Xeuss “application consti¬ 
tutes a disclosure and constructive reduction to practice 
of the invention in issue”; and 

2. “The Goldschmidt & Xeuss application has been in¬ 

spected and the inspection reveals that the same gen- 
32 oral subject matter was continuously claimed therein 

from the date the original claims were presented to 
the present time.” 

On August 4, 1933 the Board of Appeals affirmed the Ex¬ 
aminer of Interferences in holding an estoppel. 

On October 3, 1933 tin* Primary Examiner rejected the 
claims of Goldschmidt and Xeuss, here in issue, by reason 
of the above rulings. 

On July 30, 1934 the Board of Appeals affirmed the de¬ 
cision of the Primary Examiner, and on September 11, 1934 
denied a petition for rehearing. 

On Januarv 28, 1935 this suit was filed under Sec. 4915, 
R. S. 

When this case was linally decided in the Patent Office in 
1934 it would seem clear that the holding of the Patent Of¬ 
fice tribunals was correct under the following decisions of 
the Court of Appeals: 

.V etc Departure Mfg. Co. v. Robinson, 39 App. D. C. 504 

In Rc Capon. 43 App. D. C. 342 

In Re Doble. 57 App. D. C. 10 

In Re Alsopf 58 App. D. C. 1ST 

Since this suit was filed, however, two cases bearing upon 
the point have been decided by the Court of Appeals, viz., 
International Cellucotton Products Co. v. Coe, 60 App. D. 
C. 248 (1930) and E. I. DuPont tie Nemours & Co. v. Coe, 
decided February 1, 1937. Plaintiffs rely upon the Cellu¬ 
cotton Case and distinguish the DuPont case; defendant re¬ 
lies upon the DuPont cases and prior cases and distin¬ 
guishes tin* Cellucotton Case. 

In the Cellucotton Case, on January 18, 1924 one Bauer 
filed an application disclosing a certain machine for making 
sanitary puds. On March 29, 1926 one Williams filed an 
application for a similar machine and also a pad-folding 
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attachment. On November 15, 1926 one Thompson 

33 filed ail application for a sanitary pad making ma¬ 
chine and also a pad folding attachment. Title to the 

Bauer and Thompson applications was acquired by a com¬ 
mon assignee, Cellucotton’s predecessor in interest. 

On January 22, 1927 an interference was declared be¬ 
tween the Bauer and Williams applications, with claims di¬ 
rected to the machine. Cellucotton made no effort to bring 
the Thompson application into the interference. As to cer¬ 
tain counts decision was rendered in favor of Bauer and a 
patent issued. 

On July 27, 1932 a second interference was declared be¬ 
tween the Thompson and Williams applications, on the Wil¬ 
liams claims to the pad-folding attachment. Williams 
moved to dissolve this second interference on ground that 
Oellucotton was estopped to assert its claims because of its 
failure to move, under Rule 109, to add the Thompson ap¬ 
plication to the first interference. Examiner of Interfer¬ 
ences granted Williams’ motion and was affirmed by the 
Board of Appeals. The District Court dismissed Oellu¬ 
cotton’s bill, brought under 4915, R. S. The Court of Ap¬ 
peals reversed the decree, saying: 

“Under the doctrine res judicata the appellant is not 
estopped to assert claims 23, 33, 34, 37 and 38 of the Thomp¬ 
son application, for the reason that , as conceded by ap¬ 
pellee and found by the trial court, they could not hare been 
made issues in the first interference. Accordingly the de¬ 
cree of the trial court herein is reversed.” 

The Cellucotton Case is wholly different from the instant 
case. There Cellucotton was not estopped to assert the 
claims of the Thompson application because they could not 
have been made issues in the first interference between 
Bauer and Williams; whereas, in the instant case, while in 
the first interference, between Goldschmidt and Ncuss’ Ap¬ 
plication No. 591,639 and Ellis’ Application No. 

34 689,165, Goldschmidt and Neuss’ application “did 
not disclose and could not claim the invention in the 

case at bar,” yet Ellis’ application in that interference did 
disclose the invention claimed by Goldschmidt and Neuss in 
their second application, No. 628,593. That is evident from 
the fact that on January 12, 1932 Ellis transferred his 
claims on the instant invention from his Application No. 
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689.165 to a divisional application, on which a patent was 
iss c l. and the Patent Office has found that Goldschmidt 
and Xeuss’ second application (Xo. 628,593) “constitutes a 
disclosure and constructive reduction to practice of the in¬ 
vention in issue."’ which is covered by Ellis’ patent. If 
Goldschmidt & Xeuss’ second application disclosed the in¬ 
vention covered by Ellis’ patent, it necessarily disclosed the 
invention covered by the claims of the application on which 
that patent was issued, viz., Ellis’ application Xo. 680,165, 
which was in interference with Goldschmidt and Xeuss’ 
older application on October 8. 1020 That being true, the 


claims here in issue (from Goldschmidt and Xeuss’ second 


application) could have been made issue's in tin* first inter¬ 
ference. Therein lies the vital distinction between the Cel- 
lucotton C’ase and the case at bar. 

Tn the DuPont Case an interference was declared be¬ 
tween the applications of Powers. Foster, and Jaeger & 
Gannon, a single count beimr involved. On the same day a 
two-party interference, between Foster and Jaeger & Can¬ 
non was declared. Two of the counts involved in the two- 


pa rtv interference were the claims sought to be allowed in 


the Powers application on appeal. About a year later, on 
motion Powers, the firs* interference was dissolved on 
ground that the counts were unpatentable over the prior 
art. Some months after that. Powers filed a new applica¬ 
tion, inserting; the two claims in question. A third 
35 interference was declared, involving- these two 
claims. Powers’ second application was added to 
the third interference, but he was held estopped to make 
the two claims because of his failure to make them during 
the two-party interference. After that ruling was made 
final. Powers filed suit in the District Court under 4915, 
R. S. The District Court dismissed the bill and the Court 
of Appeals, in affirming the decree, said: 

“The first Powers application having been involved in 


the first interference with the applications of Foster, and 


Jaeger and Cannon, Powers had access to the applications 
of those parties, and. since the two-party interference was 
ponding at the same time. Powers had knowledge of the 
presence in those applications of the two claims involved in 
this suit: but, notwithstanding that knowledge, those claims 
were not presented at that time, and no motion was made 
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under the then provisions of Patent Office Rule 109 tor a 
declaration of an interference . . . Failing to bring for¬ 
ward these claims within the period provided in Rule 109 
when Bowers had full knowledge that they were being con¬ 
tended for by his opponents, the Patent Office tribunals 
ruled that the right later to present the claims was lost. 

“We agree with the ruling of the Patent Office and the 
Court below, and such has been the uniform ruling of this 
Court, (citing New Departure Mfg. Co. v. Robinson, 39 
App. D. C. 504; In Re Capen, 43 App. D. C. 343; Applica¬ 
tion of Doble, 57 App. D. C. 10; In Re Allsop, 58 App. 1). C. 
187.” 

It is thought that the DuPont Case is applicable to the 
case at bar. 


I am further of the view that plaintiffs' contention that 
Rule 109 is invalid, as being inconsistent with Sec. 4904, 
R. S., is without merit. A similar attack upon the validity 
of this rule was made by the appellant in the International 
Cellucotton Cate, supra. The Court of Appeals did not 
sustain that contention, but reversed the case upon another 
ground. The Court there used the following language; 

”... we feel obliged to follow our own decisions believing 
that they properly found estoppels arising out of the opera¬ 
tion of Rule 109 on the doctrine of res judicata." 

The later case of E. 1. DuPont dc Nemours <£• Co. v. 
3G Coe , supra, also assumes the validity of Rule 109. 

The bill of complaint will be dismissed. 


Februarv 11, 1938 


PEYTON GORDON 
Justice 


Order Amending Stipulation of Facts 

Filed March 14, 1938 

# * * 

Upon the subjoined consent, it is hereby 
Ordered that the stipulation of facts signed by the attor¬ 
neys for plaintiffs and defendant on October 28 and 29, 
1937 be and the same hereby is amended nunc pro tunc by 
adding at the end of paragraph (IV) of said stipulation the 
following: 
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Tin* Goldschmidt aiul Netiss application Serial No. 628,- 
593 in the second interference did not disclose and there¬ 
fore could not claim the invention of the Goldschmidt and 
Xeuss application Serial Xo. 591,029 in the first interfer¬ 
ence. 


Dated: March 14th, 1938. 

PEYTON GORDON 

Justice 

\Yc herein* consent to the entry of the foregoing order. 
Dated: March 11,1938. 

WATSON, BRISTOL, .JOHN¬ 
SON & LEAVENWORTH 
Attorneys for Plaintiffs 

Dated: March 14, 1938. 

R. P. WHITEHEAD 

Attorney for Defendant 


37 Final Decree 

Filed March 24, 193S 
* * # 

This cause having come on to be heard and having been 
tried in open court and a rimed by counsel for the respective 
parties upon the pleadings and proofs adduced and sub¬ 
mitted to the Court, 

It is Adjudged, Ordered and Decreed this 24th day of 
February, 1938, that the Bill of Complaint in this case be, 
and the same is hereby dismissed with costs against the 
plaint i IT. 

PEYTON GORDON 
Justice. 

Approved as to Form: 

WALTER M. O’BRIEN 

Attorney for Plaintiff. 

From the foregoing decree the plaintiffs, in open court 
on the date named above, note an appeal to the United 
States Court of Appeals for the District of Columbia, and 
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the Court fixes the cost bond on said appeal in the snm of 
$100, or in lieu thereof the sum of $50 in cash to he de¬ 
posited with tlie Clerk of the Court. 

PEYTON GORDON 
Justice. 


Memorandum 

March 25, 1938 

$50 deposited hy L. A. Watson for plaintilT in lien of 
bond on appeal. 


38 Assignments of Error 

Filed April 2. 1938 

fc * # 

Now conies the plaintiffs and present on their appeal 
from the final decree entered herein on March 24, 1938 the 
following assignments of error: 

1. The Court erred in dismissing the bill of complaint. 

2. The Court erred in not holding that Goldschmidt and 
Neuss were the true, original, first and joint inventors of 
the subject matter of the counts involved herein, and that 
plaintiff American Cyanamid Company, as assignee of all 
right, title and interest in and to the invention and applica¬ 
tion of Goldschmidt and Neuss involved herein, is entitled 
to receive letters patent of the United States for such in¬ 
vention. 

3. The Court erred in not authorizin'* - the Commissioner 
of Patents to issue to American Cyanamid Company, as 
assignee of Goldschmidt and Neuss, a patent on the said 
application including the subject matter of the said counts. 

4. The Court erred in holding that the decision of the 
Court of Appeals for the District of Columbia in DuPont 
V. Coe. 89 F. (2d) 679, is applicable in the instant case. 

5. The Court erred in not holding that the decision of 
the Court of Appeals for the District of Columbia in Du¬ 
Pont v. Coe. 89 F. (2d) 679, is not applicable in the instant 
case. 

6. The Court erred in holding that the decision of the 
Court of Appeals for the District of Columbia in Interna- 
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i <<> mil C ell it eot ton v. Coe. So F. (2d) 869, is not applicable 
in tin* instant case. 

7. The Court erred in not holding that the decision of 
the Court of Appeals for the District of Columbia in 
39 lntrmotional CrUncoitnu v. Cor, 85 F. (2d) 869 is 

applicable in the instant case. 

S. The Court erred in holding that the claims here in 
issue could have been made issues in the First interference 
Xo. 58,965. 

9. The Court erred in not holding that the claims here in 
issue could not have been made issues in the first interfer¬ 
ence Xo. 58,965. 

Wherefore, the plaintiffs pray that the final decree en¬ 
tered herein on March 24, 1938 may be reversed. 

Dated: March 31, 1938. 

WATSON, BRISTOL, JOHN¬ 
SON & LEAVENWORTH 
Attorneys for Plaintiffs 

WALTER M. O’BRIEN 

Of Counsel for Plaintiffs 

Service of copy acknowledged 
April 2 1938 

R. F. WHITEHEAD 

Attorney for Defendant 


Stipulation as to Contents of Record 

! Filed April 2, 1938 

* * * 

It is hereby stipulated by and between the attorneys for 
the respective parties that the following enumerated papers 
shall constitute the transcript of record on appeal from the 
final decree entered herein: 

1. Bill of complaint and exhibits attached. 

2. Answer to the bill of complaint. 

40 3. Stipulation of facts. 

4. Order amending stipulation of facts. 

5. Memorandum opinion of Justice Gordon. 
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(>. Final decree. 

7. Assignments of error. 

8. This stipulation and order thereon. 

9. Clerk’s certificate. 

Dated: March 31, 1938. 

WATSON, BRISTOL, JOHN¬ 
SON & LEAVENWORTH 
Attorneys for Plaintiffs 

Dated: Apr 2, 1938. 

WALTER M. O’BRIEN of 
Counsel for Plaintiffs 
R. F. WHITEHEAD 
Attorney for Defendant 


41 District Court of the United States for the 

District of Columbia 
United States of America. 

Distriet of Columbia, ss : 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 40, both inclusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 58249 in Equity, 
wherein American Cvanamid Company et al are Plain¬ 
tiffs and Conway P. Coe, Commissioner of Patents is De¬ 
fendant, as the same remains upon the files and of record 
in said Court. 

In Testimony Whereof, 1 hereunto subscribe mv name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 27th day of April, 1938. 

C. E. STEWART, 

(Seal) Clerk. 

Endorsed on Cover: No. 7158 American Cvanamid 
Company et ah, Appellants, vs. Conway P. Coe, Commis¬ 
sioner of Patents. United States Court of Appeals for the 
District of Columbia Filed May 3-1938 Joseph W. 
Stewart, Clerk. 



Addition to Record per Stipulation of Counsel 


United States Court of Appeals for the 
District of Columbia 


APRIL TERM, 1938 


No. 7158 


AMERICAN CYANAMID COMPANY; MARIE ISO- 
LINA GOLDSCHMIDT, ADMINISTRATRIX OF 
THE ESTATE OF HANS GOLDSCHMIDT, AND 
OSKAR NEUSS, APPELLANTS, 

vs. 

CONWAY P. COE, COMMISSIONER OF PATENTS. 


FILED MAY 27, 1938 
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1 Endorsed: United States Court of Appeals for 

the District of Columbia Filed May 27 1938 Joseph 
W. Stewart, Clerk 

District Court of the United States for the 
District of Columbia 


Equity No. 58,249 

American Cyanamid Company, et al. Plaintiffs, 

vs. 

Conway P. Coe, Commissioner, Defendant 

I, Charles E. Stewart, Clerk of The District Court of the 
United States for the District of Columbia, do hereby cer¬ 
tify the annexed to be a true and correct copy of the original 
Stipulation as it appears of record in the Clerk’s Office of 
said Court in the above-entitled cause. 

In Testimonv 'Whereof, I hereunto subscribe mv name 
and affix the seal of said Court, at the City of Washington, 
this 27th day of May, 1938. 

CHARLES E. STEWART, 
(Seal) Clerk. 

By LYDIA M. GARDINER 
Assistant Clerk. 

2 Endorsed: Filed Nov. 15/37 Charles E. Stewart, 

Clerk 

United States District Court 
District of Columbia 

In Equity No. 58,249 

American Cyanamid Company, Marie Isolina Goldschmidt, 
Administratrix of the Estate of Hans Goldschmidt, 
and Oskar Neuss, Plaintiffs, 

vs. 

Conway P. Coe, Commissioner, Defendant 
Stipulation 

For the purposes of the trial of this case, counsel for the 
respective parties hereby stipulate and agree upon the 
following statement of facts: 

(I) Goldschmidt and Neuss filed applications (Serial 
Numbers G. 57,257 and G. 57,258) in Germany on August 17, 
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1922 and their corresponding United States application 
(Serial No. 628,593) on March 29, 1923, for a patent on a 
process of making artificial bodies from urea and formalde¬ 
hyde and the resulting product. This application was ex¬ 
amined in Division 15. 

(IT) On September 30, 1922, the same inventors filed a 
different application (Serial No. 591,639) for a patent on a 
different invention. On January 28,1924 a party Ellis filed 
an application (Serial No. 689,165) and on May 6,1925 a di¬ 
visional application (Serial No. 28,505). These latter three 
: applications were all examined in Division 6. 

(III) On October 8, 1929 an interference (No. 58,965) 
hereinafter called the first interference, was declared 

; 3 between the Goldschmidt and Neuss application No. 
591,639 and the Ellis application No. 689,165. The 
Examiner of Interferences, by a decision dated January 29, 
1932, awarded the broad counts to Ellis and the limited 
counts to Goldschmidt and Neuss. Both sides appealed to 
the Board of Appeals but the appeals were withdrawn on or 
about May 22 and 25,1932, respectively. 

(IV) When the Goldschmidt and Neuss application was 
filed and continuously since including all of the time this 
first interference was pending Goldschmidt and Neuss 
claimed the invention of the case at bar in their instant ap¬ 
plication No. 628,593 which was copending in the Patent 
Office. The Goldschmidt and Neuss application No. 591,639 
in the first interference did not disclose and could not claim 
the invention of the case at bar. The counts of this interfer¬ 
ence were present and allowable in the Ellis application 
Serial No. 6S9,165 as claims 18 and 20 thereof from May 25, 
1928, to January 12, 1932, and therefore throughout the 
motion period in the said first interference No. 58,965. Gold¬ 
schmidt and Neuss failed to move under Rule 109 in the 
former interference to have their application Serial No. 
628,593 brought in interference with the Ellis application 
Serial No. 689,165 with the said claims 18 and 20 as the issue 
thereof. 

(V 7 ) On January 12, 1932 Ellis transferred his claims on 
the instant invention from his application No. 689,165 to his 
I divisional application No. 2S,505 and on February 23, 1932 
l , this divisional application went to patent (No. 1,846,853). 



4 




(VI) On April 22, 1932, on request by Goldschmidt and 
Neuss, an interference (No. 63,090), hereinafter called the 
second interference, was declared between th Goldschmidt 

and Neuss application No. 628,593 and the Ellis pat- 

4 ent No. 1,846,853. The subject matter of the inter¬ 
ference was defined by the Commissioner of Patents 

in the following counts: 

Count 1. A process which comprises consolidating the 
acid reaction products of urea and formaldehyde by sub¬ 
jecting them to heat and pressure. 

Count 2. Heat and pressure consolidated urea formalde¬ 
hyde acid reaction products. 

The interference counts appear as claims 3 and 4 of said 
Ellis patent and claims 27 and 28 of the present application 
now before this court. 

(VII) Goldschmidt and Neuss described and claimed the 
subject matter of the invention in issue in their original ap¬ 
plication, Serial No. 628,593, filed March 29, 1923. On the 
record in this case the earliest date to which Ellis is entitled 
for conception, disclosure and reduction to practice of the 
invention in issue is January 28, 1924, the filing date of his 
application. 

(VIII) In said interference Ellis made a motion alleging, 
among other things, an estoppel under Pule 109. The Ex¬ 
aminer of Interferences by decision of April 6, 1933 (Bill 
of Complaint—Ex. A) decided in favor of Ellis solely on the 
ground that Goldschmidt and Neuss were estopped to make 
the counts by reason of failure to move under Rule 109 to 
have their application, Serial No. 628,593, brought into the 
first interference with the present counts as issue thereof. 
The Examiner of Interferences found inter alia: 

1. That the Goldschmidt and Neuss “application consti¬ 
tutes a disclosure and constructive reduction to practice of 
the invention in issue” (Ex. A, p. 5); and 

2. “The Goldschmidt and Neuss application has been in¬ 
spected and the inspection reveals that the same general 
subject matter was continuously claimed therein from the 
date the original claims were presented to the present time” 
(Ex. A, p. 5). 

5 (IX) On appeal the Board of Appeals, by a deci¬ 
sion dated August 4, 1933 (Bill of Complaint-Ex. B) 


.i 


t 



■ • - 
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affirmed the Examiner of Interferences in holding estoppel 
under: 

In re Allsop ct ah, 26 F. (2d) 599 
In re Doble, C. D. 1927, page 101 
In re Wasscrfallen, C. D. 1924, page 329 
117//7c ct al. v. Oviatt, 0. D. 1923, page 18 
In re Austin, 5 Pat. Q., page 285 

by reason of applicants’ failure to move in earlier interfer¬ 
ence No. 58,965 to include their present application therein 
and to add the counts of the subsequent interference No. 
63,690 thereto (said counts being present claims 27 and 28 
herein). 

(X) On October 3, 1933 the Primary Examiner of the 
Patent Office rejected, by reason of the foregoing rulings, 
the Goldschmidt and Neuss claims in issue (Bill of Com¬ 
plaint Ex. C). 

(XI) On appeal the Board of Appeals by a decision dated 
July 30, 1934 (Bill of Complaint-Ex. D) affirmed the Pri¬ 
mary Examiner’s decision citing: 

In re Shimer, 69 F. (2d) 556 
In re Alexanderson, 69 F. (2d) 541 
In re Austin, 1930 C. D. 505 
In re Allsop & Sibson, 1928 C. D. 122 
In re Doble, 1927 C. D. 101 

and by decision rendered September 11, 1934 (Bill of Com¬ 
plaint-Ex. E) denied plaintiffs’ petition for rehearing. 

October 28, 1937 

WATSON, BRISTOL, JOHNSON & LEAVENWORTH 

Attorneys for Plaintiffs 

October 29, 1937 

R. F. WHITEHEAD 

Attorney for Defendant 
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trix of the Estate of Hans Gold¬ 
schmidt, and Oskar Neuss, 

Appellants, 
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BRIEF FOR APPELLANTS 


Statement of the Case 

(a) Proceedings —This is an appeal from a final decree 
(R. 30) dismissing the bill of complaint (R. 1) in a suit 
under R. S. 4915* to require the appellee to allow cer¬ 
tain claims and to issue a patent to appellant, American 
Cyanamid Company, as assignee of Goldschmidt and Neuss. 

* Statutes and Patent Office Rule of Practice referred to are printed 
in full at the end of this brief (pp. 13-15). 



1 




Justice Gordon, after trial on stipulated facts, handed 
down an opinion which appears on pages 24-29 of the 
Record. 

(b) Facts —The facts leading up to the present suit 
have been agreed upon and appear in a Stipulation, printed 
as an Addition to Record per Stipulation of Counsel*, and 
an Order Amending Stipulation of Facts (R. 29-30). No 
testimony was taken in the District Court and the only 
exhibits offered were certified copies of the exhibits an¬ 
nexed to the bill of complaint. 

(c) Question and Issues —The sole question is whether 
plaintiffs, by reason of their failure to move under Patent 
Office Rule 109 in an earlier interference to include the 
claims here sought, are estopped to assert them now. 

Before the District Court appellants relied on the CeUu¬ 
cotton case [International CeUucotton Produets Co. v. 
Coe (App. D. C.), S5 F. (2d) 869]. Appellee argued that 
the CeUucotton case is distinguished on its facts from the 
present case, and that the later Du Pont case [E. I. Du 
Pont de Nemours £ Co. v. Coe (App. D. C.), 89 F. (2d) 
679] modified the CeUucotton case and supports the de¬ 
fense. 

The District Judge held that the Du Pont case was 
applicable and that the CeUucotton case was not. 

(d) Assignments of Error —These are numbered 1 to 
9, and are to be found on pages 31-32 of the Record, and 
each is relied on. 


Argument 

For the purpose of this argument and to facilitate com¬ 
parison with the facts of the CeUucotton case, the facts 
in the present case may be briefly summarized as follows: 

♦This Stipulation was inadvertently omitted from the printed Tran¬ 
script of Record and is thus printed as an Addition to Record. 


The Present Case 


The Facts 

1. Cyanamid 1 owned Application A claiming Invention X. 

2. Cyanamid also owned Application B claiming Inven¬ 
tion V. [Invention Y is the subject matter of this suit.] 

3. Another inventor, Ellis, owned Application C claim¬ 
ing both Invention X and Invention Y. 

4. The Patent Office performed its duty under R. S. 
4904 and declared a first interference between Case A and 
Case C with respect to Invention X. This interference 
was regularlv contested and finallv decided with an award 
of some claims to Case A and some claims to Case C. 

5. The Patent Office neglected to perform its duty under 
the same statute bv failing to declare a second interference 
between Case B and Case C with respect to Invention Y, 
and in consequence inadvertently issued a patent on Case C 
for Invention Y. 

6. Cyanamid then requested, and the Patent Office de¬ 
clared, a second interference between Case B and the pat¬ 
ent from Case C with respect to Invention Y. [This 
belated declaration of interference was an admission by 
the Patent Office of its error in failing earlier to declare 
the interference.] 

7. The second interference was dissolved by the Patent 
Office on motion on the ground that Cyanamid became 
estopped to claim Invention Y by reason of Cyanamid*s 
failure under Patent Office Rule 109 in the first inter¬ 
ference [between Cases A and C on Invention X] to ask 
for the second interference [between Cases B and C on 
Invention Y]. 

8. Hence Cyanamid started the present suit under R. S. 
4915 to authorize the Commissioner to issue a patent on 
Case B for Invention Y. 




1 American Cyanamid Company appellant. For easy reading, all names 
will be abbreviated herein. 
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The Cellucotton Case 

The Facts 

1. Cellucotton owned Application A claiming Invention X. 

2. Cellucotton also owned Application B claiming Inven¬ 
tion Y. [Invention Y is the subject matter of this suit.] 

3. Another inventor, Williams, owned Application C 
claiming both Invention X and Invention Y. 

4. The Patent Office performed its duty under Ii. S. 
4904 and declared a first interference between Case A and 
Case C with respect to Invention X. This interference was 
regularly contested and finally decided with an award of 
claims to Case A. 

5. Five years later the Patent Office declared a second 
interference between Case B and Case C with respect to 
Invention Y. [This belated declaration of interference 
was an admission bv the Patent Office of its error in fail- 
ing earlier to declare the interference.] 

6. The second interference was dissolved by the Patent 
Office on motion on the ground that Cellucotton became 
estopped to claim Invention Y by reason of Cellucotton ? s 
failure under Patent Office Rule 109 in the first interference 
[between Cases A and C on Invention X] to ask for the 
second interference [between Cases B and C on Inven¬ 
tion Y]. 

7. Cellucotton then started suit under R. S. 4915 and the 
present Court held in favor of plaintiff on the grounds that 

(a) Cellucotton’s failure to move under Patent 
Office Rule 109 in the first interference on Invention X 
created no estoppel in the second interference to claim 
Invention Y, and 

(b) There was no res judicata against appellant, 
because claims to Invention Y could not have been 
made issues in the first interference of Case A on 
Invention X. 
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The Pertinent Facts in the Two Cases are the Same 

From the foregoing it appears that the facts of the 
Cellucotton case and of the case at bar are the same in 
the following respects: 

1. The appellant owned two Applications A and B. 

2. Case A claimed Invention X. 

3. Case B claimed Invention Y. 

4. Another inventor [Williams or Ellis] owned an Ap¬ 
plication C claiming both Invention X and Invention Y. 

5. There was a first interference between Cases A and 
C on Invention X. 

6. There was a second interference between Cases B and 
C on Invention Y, and the Patent Office held appellant 
[Cellucotton or Cyanamid] estopped to claim Invention Y 
by reason of its failure unde.r Patent Office Pule 109 to 
move to include Case B and Invention Y in the first 
interference. 

The identity of the foregoing facts makes the doctrine 
of the Cellucotton case directly applicable and controlling 
on the case at bar. 

The differences of facts between the two cases are 
merelv: 

1. In the case at bar the Commissioner failed to per¬ 
form his duty under R. S. 4904 by failing to declare the 
second interference at the time of declaring the first inter¬ 
ference and until request by Cyanamid, whereas in the 
Cellucotton case the Commissioner failed to declare the 
second interference at the time of the first declaration, but 
later voluntarily did so. 

This difference is obviously immaterial. The Com- 
misioner’s twice repeated error in the case at bar 
certainly puts him in no stronger position than his 
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single error in the Cellucotton case. The controlling 
fact in both is that a second interference was in fact 
finally declared in both eases, thus conceding common 
subject-matter in rival applications B and C. 

2. In the case at bar it happens that the inventors of 
Case A [Goldschmidt & Neuss] are the same as the in¬ 
ventors of Case B [Goldschmidt & Neuss], whereas in the 
Cellucotton case it happened that the inventor of Case A 
[Bauer] was different from the inventor of Case B 
[Thompson]. 

This difference was relied on by appellee in the case 

at bar in the lower court, but the difference is purely 

fortuitous and utterlv immaterial. It was correctlv 

+ * 

ignored bv the District Court. The Commissioner 
is relying wholly on Patent Office Rule 109 and this 
rule depends entirely on common ownership and not 
at all on common inventors. The pertinent portion of 
the Rule reads, “Any party to an interference may 
bring a motion * * * to include an application * * * 
owned bv him,.” etc. 

m> 7 

The Cellucotton appellant was the common owner of 
both the A Application and the B Application in pre¬ 
cisely the same way that appellant Cyanamid is the com¬ 
mon owner of the A Application and the B Application 
in the case at bar. The purported reason for the 
Patent Office Rule is to embrace in the interference 
all the commonly owned inventions. Cellucotton’s Case 
A claimed Invention X and its Case B claimed In¬ 
vention Y, and it was because Invention Y was not 
shown and could not be claimed in Application A that 
the Court of Appeals held the first interference on 
subject matter X was not res judicata against Cellu¬ 
cotton with respect to Invention Y. In precisely the 
same way in the case at bar the first interference is not 
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res judicata against Cyanamid because its Invention Y 
could not have been claimed in its Application A in the 
first interference (Add. to R. 3). 

The sole ground urged by counsel for appellee herein 
against the pertinency and controlling effect of the de¬ 
cision in the Cellucotton case is thus demonstrated to 
be erroneous. 


The Lower Court’s Holding of “Vital Distinction” 
Between Two Cases Clearly Erroneous 

The lower court held (R. 28): 

“If Goldschmidt & Neuss’ second application dis¬ 
closed the invention covered by Ellis’ patent, it neees- 
sarilv disclosed the invention covered bv the claims of 
the application on which that patent was issued, viz., 
Ellis’ application No. 689,165, which was in inter¬ 
ference with Goldschmidt and Neuss’ older applica¬ 
tion on October 8, 1929. That being true . the claims 
here in issue {from Goldschmidt and Neuss’ second 
application) could have been made issues in the first 
interference. Therein lies the vital distinction be¬ 
tween the Cellucotton Case and the case at bar” 
(italics ours). 

The lower court’s statement of distinction is whollv 

* 

erroneous. 

The stipulated facts state (R. 30): 

“The Goldschmidt and Neuss application Serial No. 
628,593 (second application) in the second interfer¬ 
ence did not disclose and therefore could not claim 
the invention of the Goldschmidt and Neuss applica¬ 
tion Serial No. 591,639 (first application) in the first 
interference” (Words in parentheses ours). 

and (Add. to R. 3): 

“The Goldschmidt and Neuss application No. 591,639 
(first application) in the first interference did not dis- 
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close and could not claim the invention of the case 
at bar (second application)” (Words in parentheses 
ours). 

In the Cellucotton case, the second application B neces¬ 
sarily also disclosed the later contested claims of the 
adverse application C. Such relation is implicit between 
any two applications later admitted to “interfere”. Thus 
the supposed “distinction” between the Cellucotton case 
and the case at bar is wholly non-existent. In both cases, a 
new declaration of interference (in the same or a newly 
i numbered interference) was essential to bring in the secowd 
application, because in neither could the issues (to inven¬ 
tion Y) be made in the first application, and the fact that 
the issues (to invention Y) could not be made in the inter¬ 
ference between cases A and C on invention X without a 
new declaration and introducing case B was the very 
reason which controlled the Cellucotton decision and must 
control the decision herein. 


The DuPont Case 

This case was relied on by the appellee in the court 
below and the District Judge “thought” it “applicable 
to the case at bar” (R. 29). 

The Facts. 

1. DuPont owned Application A claiming Invention X, 
and disclosing but not claiming Invention Y. 

2. Other inventors (Foster; Jaeger and Cannon) re¬ 
spectively owned Application B and Application C, each of 
which claimed both Invention X and Invention Y. 

3. The Patent Office performed its duty under R. S. 4904 
and declared the first interference between Cases A, B 
and C with respect to Invention X. 


4. DuPont’s Application A was issued as a patent with¬ 
out claiming Invention Y. 

5. The Commissioner in performance of his duty under 
R. S. 4904 declared a second interference between Appli¬ 
cations B and C with respect to Invention Y. Up until 
this time DuPont's Case A never claimed Invention Y. 

6. DuPont applied for reissue of its patent issued on 
Application A and asked for declaration of interference 
between that reissue Application A and Applications B 
and C with respect to Invention Y. 

7. The Patent Office held DuPont estopped to claim 
Invention Y in Application A on the ground of DuPont’s 
failure to present claims to Invention Y in Application A 
during the pendency of the first interference. 

8. The Court of Appeals sustained the Patent Office and 
held against DuPont. 

DuPont Case Not Applicable to the Case at Bar 

It is appellants’ position in the case at bar that the 
decision in the DuPont case and the decision in the Cellu- 
cotton case are not at all in conflict and that the later does 
not modify the earlier. It is appellants’ further position 
that the facts in the DuPont case differ in certain essential 
respects from the facts in the case at bar and from the 
facts in the Cellucotton case, and as a result of those 
differences that the decision in the DuPont case is not 
pertinent to the case at bar. 

These essential differences are as follows: 

1. In the DuPont case, claims to the Invention Y were 
sought in the same Application A which claimed Inven- 
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tion X. This means that the first interference became 
res judicata against DuPont both as to Invention X 
(which was contested) and as to Invention Y (which might 
have been contested because disclosed in the same Ap¬ 
plication A). 

The situation was contrary in the Cellucotton case and 
in the case at bar, where claims to Invention Y could not 
have been made in the Application A involved in the first 
interference on Invention X. 

2. DuPont’s Application A showed but did not claim 
Invention Y until after termination of the interference 
with respect to Invention X, and accordingly there was 
no failure of the Patent Office to perform its duty under 
R. S. 4904. Counsel for appellee in the court below in the 
case at bar admitted that there is no duty under R. S. 
4904 except where two applications actually claim the 
same invention, and in the DuPont case its Application A 
did not claim Invention Y while the interference on In¬ 
vention X was ponding. In the case at bar, however, the 
appellee concedes that Cyanamid’s Case B claimed Inven¬ 
tion Y when it teas filed and at all times since (Add. to 
R. 3), so there is no denial of the fact that the failure 
to declare the second interference on Invention Y origin- 
allv arose on account of the failure of the Patent Office 
to perform its duty under R. S. 4904. 

It is thus submitted that the decision in the DuPont 
case is not applicable to the case at bar, whereas the de¬ 
cision in the Cellucotton case is exactly so applicable. In¬ 
deed, it is respectfully submitted that a denial of the 
relief prayed by appellants in the present suit can be made 

bv this Court onlv if the Court deliberatelv over-rules the 
* * 

doctrine of the earlier Cellucotton case. 
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Patent Office Rule 109 is Inconsistent with Law and 
' Invalid if Interpreted to Estop Appellants Herein 

In the light of the foregoing, appellants’ position be¬ 
comes clear that Patent Office Rule 109 is valid onlv so 
long as it is permissive to allow an interferant to add 
other applications owned by him, and becomes invalid 
only when interpreted as mandatory and thereby abrogates 
the mandatory duty to declare interferences imposed on 
the Commissioner of Patents by R. S. 4904. 

In the DuPont case Rule 109 was not interpreted to 
abrogate R. S. 4904 because in the DuPont case Applica¬ 
tion A did not claim Invention Y, and accordingly there 
was no duty on the Commissioner to declare an inter¬ 
ference between Applications A, B, and C on Invention Y. 
In the case at bar, however, it is conceded that Cyanamid’s 
Application B has always claimed Invention Y and, there¬ 
fore, the Commissioner’s failure to declare the second 
interference on Invention Y was a failure to perform his 
dutv under R. S. 4904. 

The lower court’s decision leads to the preposterous 
result of granting a patent to C for invention Y where the 
record proves (undisputed) that C is not the “first” in¬ 
ventor; and of justifying this anomaly on the stated ground 
that B (the true first inventor) is estopped to claim inven¬ 
tion Y in the same breath it concedes that B has actually 
claimed invention Y every moment from filing his applica¬ 
tion to the present. To compound the fallacy, B’s “estop¬ 
pel” is rested on his failure, under a permissive Rule , to 
take action which was the duty of the Commissioner under 
a mandatory Statute! 

To interpret the permissive Patent Office Rule as manda¬ 
tory, would make it abrogate the Statute. Such a con- 
elusion would clearly make the Rule unconstitutional and 
invalid. 
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Conclusion 

The decisions in the Ccllucotton case and in the DuPont 
case are harmonius and in neither of these cases was 
Patent Office Rule 109 interpreted inconsistently with 
R. S. 4904. 

The application of the doctrine of the Cellucotton case 
to the case at bar is necessary because the relevant facts in 
the two cases are on all fours and because such a decision 
leaves Patent Office Rule 109 consistent with R. S. 4904, 
whereas an application of the holding of the DuPont case 
to the facts of the case at bar would be an enlargement 
of the doctrine and would over-rule the Cellucotton case 
and would make Patent Office Rule 109 inconsistent with 
R. S. 4904 and hence invalid under R. S. 483. 

Respectfully, 

Watson, Bristol, Johnson & Leavenworth, 
Attorneys for Appellants, 

6 East 45th Street, 

New York, N. Y. 


L. A. Watson, 

C. P. Bauer, 

Of Counsel. 
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Revised Statutes, Section 483 

“The Commissioner of Patents, subject to the ap¬ 
proval of the Secretary of Commerce, may from time 
to time establish regulations, not inconsistent with 
law , for the conduct of proceedings in the Patent 
Office.” 


Revised Statutes, Section 4904 

“Whenever an application is made for a patent 
which, in the opinion of the commissioner, would 
interfere with any pending application, or with any 
unexpired patent, he shall give notice thereof to 
the applicants, or applicant and patentee, as the case 
may be, and shall direct the primary examiner to pro¬ 
ceed to determine the question of priority of inven¬ 
tion. And the commisioner may issue a patent to 
the party who is adjudged the prior inventor, unless 
the adverse party appeals from the decision of the 
primary examiner, within such time, not less than 
twenty days, as the commissioner shall prescribe.” 

Revised Statutes, Section 4915 

“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant, unless 
appeal has been taken from the decision of the Board 
of Appeals to the United States Court of Customs 
and Patent Appeals, and such appeal is pending or 
has been decided, in which case no action may be 
brought under this section, may have remedy by bill 
in equity, if filed within six months after such refusal; 
and the court having cognizance thereof, on notice, 
to adverse parties and other due proceedings had, 
may adjudge that such applicant is entitled, accord¬ 
ing to law, to receive a patent for his invention, as 
specified in his claim or for any part thereof, as the 
facts in the case may appear. And such adjudication, 
if it be in favor of the right of the applicant, shall 
authorize the commissioner to issue such patent on 
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the applicant filing in the Patent Office a copy of the 
adjudication and otherwise complying with the re¬ 
quirements of law. In all cases where there is no 
opposing party a copy of the bill shall be served on 
the commissioner; and all the expenses of the pro¬ 
ceedings shall be paid by the applicant, whether the 
final decision is in his favor or not. In all suits 
brought hereunder where there are adverse parties 
the record in the Patent Office shall be admitted in 
whole or in part, on motion of either party, subject 
to such terms and conditions as to costs, expenses, 
and the further cross-examination of the witnesses 
as the court may impose, without prejudice, however, 
to the right of the parties to take further testimony. 
The testimony and exhibits, or parts thereof, of the 
record in the Patent Office when admitted shall have 
the same force and effect as if originally taken and 
produced in the suit. 

Act of Mar. 3, 1927, 44 Stat. L. 1394: 

And upon the filing of a bill in the Supreme Court 
of the District of Columbia wherein remedy is sought 
under section 4915 or section 4918 of the Revised 
Statutes, (U. S. C. title 35, sec. 63 or sec. 66) without 
seeking other remedy, if it shall appear that there is 
an adverse party residing in a foreign country, or 
adverse parties residing in a plurality of districts not 
embraced within the same State, the court shall have 
jurisdiction thereof and writs shall unless the adverse 
party or parties voluntarily make appearance, be 
issued against all of the adverse parties with the force 
and effect and in the manner set forth in this section 
(sec. 113 of title 28, U. S. C.): Provided , That writs 
issued against parties residing in foreign countries 
pursuant to this section may be served by publication 
or otherwise as the court shall direct.’’ 

Patent Office Rule No. 109 

“An applicant involved in an interference may, 
within a time fixed by the examiner of interferences 
not less than thirty days after the preliminary state¬ 
ments (referred to in rule 110) of the parties have 
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been received and approved, or if a motion to dissolve 
the interference has been brought by another party, 
within thirty days from the filing thereof, on motion 
duly made as provided by rule 153, file an amendment 
to his application containing any claims which in his 
opinion should be made the basis of interference be¬ 
tween himself and any of the other parties. 

Such motion must be accompanied by the proposed 
amendment, and when in proper form will be set for 
hearing before the examiner of interferences. Where 
a party opposes the admission of such an amendment 
in view of prior patents or publications full notice of 
such patents or publications must be given at least 
five days prior to the date of hearing. On the admis¬ 
sion of such amendment and the adoption of the claims 
by the other parties within a time specified by the 
examiner of interferences the primary examiner shall 
redeclare the interference or shall declare such other 
interferences as may be necessary to include the said 
claims. New preliminary statements will be received 
as to the added claims, but motions for dissolution 
with regard thereto will not be considered where the 
questions raised could have been disposed of in con¬ 
nection with the admission of the claims. Amend¬ 
ments to the specification will not be received during 
the pendency of the interference without the consent 
of the commissioner, except as provided herein and 
in rule 106. 

Any party to an interference may bring a motion 
to put in interference any claims already in his appli¬ 
cation or patent which in his opinion should be made 
the basis of interference between himself and any of 
the other parties. Any party to an interference may 
bring a motion to substitute any other application 
owned by him, as to the existing issue, or to include 
an application or a patent owned by him, as to claims 
which he deems should be made the basis of inter¬ 
ference between himself and any of the other parties. 
Such motions are subject to the same conditions, and 
the procedure in connection therewith is the same, so 
far as applicable, as hereinabove set forth for motions 
to amend.” 
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In the United States Court of Appeals for 
the District of Columbia 

April Term, 1938 j 


American Cyan amid Company, Marie Isolixa 
Goldschmidt, Administratrix of the Estate of 
Hans Goldschmidt, and Oskar Neuss, appel¬ 
lants 

v. \ 

Conway P. Coe, Commissioner! of Patents, 

appellee 

APPEAL FROM THE DISTRICT COURT OF THE UNITED 
STATES FOR THE DISTRICT OF COLUMBIA 

- ! 

BRIEF FOR THE COMMISSIONER OF PATENTS 

B. F. WHITEHEAD, 

Solicitor, United State# Patent Office , 

Attorney for Appellee. 



In the United States Court of Appeals for 
the District of Columbia 

April Term, 1938 


No. 7158 

American Cyan amid Company, Marie Isolina 
Goldschmidt, Administratrix of the Estate of 
Hans Goldschmidt, and Oskar Neuss, appel¬ 
lants 

v. 

Conway P. Coe, Commissioner of Patents, 

appellee 


APPEAL FROM THE DISTRICT COURT OF THE VS IT ED 
ST A TES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from the final decree of the 
court below (R. p. 30) dismissing the bill of com¬ 
plaint filed by appellants under the provisions of 
Section 4915 R. S. (U. S. C., title 35, sec. 63.) 

By that bill it was sought to have the Commis¬ 
sioner of Patents authorized to issue to appellant 
American Cyanamid Company, as the assignee of 
Hans Goldschmidt and Oskar Neuss, a patent on 
an application filed by the said Goldschmidt and 
Neuss on March 29,1923. This application is iden¬ 
tified by Serial No. 628,593. 

SS507—3S (1) 
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The facts of the case are set out in a stipulation 
of counsel printed as an addition to the record. 

Briefly, the facts leading up to the rejection were 
that the parties Goldschmidt and Neuss had filed 
two applications for patent, one directly involved 
in the suit and the other, application No. 591,639. 
An application for patent had been filed by Carle- 
ton Ellis, on January 28, 1924, Serial No. 689,165. 
This application disclosed the invention disclosed 
in the two Goldschmidt and Neuss applications. 
An interference was declared between the Ellis ap¬ 
plication and the earlier Goldschmidt and Neuss 
application with claims directed to the invention 
disclosed in the latter application. No motion was 
brought on behalf of Goldschmidt and Neuss to in¬ 
clude their second application in the interference 
involving their earlier application. After the ter¬ 
mination of the interference by an award of prior- 
ity of invention to Ellis as to the broader counts of 
the issue and priority to Goldschmidt and Neuss as 
to the narrower counts, Ellis filed a division of his 
application restricting it to the invention other 
than the invention involved in the interference and 
a patent was issued to him. Thereafter Gold¬ 
schmidt and Neuss copied in their pending appli¬ 
cation, other than the one which had been involved 
in the interference, certain claims of the Ellis pat¬ 
ent. An interference was declared but was dis¬ 
solved on Ellis’ motion on the ground that Gold¬ 
schmidt and Neuss were estopped by their failure 
to bring forward the second application at the 


3 


time the interference was pending. The dissolu¬ 
tion of the interference was affirmed by the Board 
of Appeals. Thereafter Goldschmidt and Neuss 
renewed in their application their contention that 
they were entitled to the claims. The case pro¬ 
ceeded ex parte , the claims being rejected on the 
grounds on which the interference had been dis¬ 
solved. 

A bill in equity was filed to review the adverse 
decision of the Board of Appeals. The decree of 
the District Court was based on the same ground 
as that taken by the Patent Office tribunals, 
namely, that Goldschmidt and Neuss, by their own 
laches, had lost the right to obtain a patent con¬ 
taining these claims. In other words, they were 
estopped by the proceedings in the first interfer¬ 
ence and their failure to avail themselves of the 
provisions of Rule 109 of the Patent Office. 

It may be noted at this point that Ellis could 
have had no knowledge of the second Goldschmidt 
and Neuss application but that Goldschmidt and 
Neuss had access to the Ellis application by reason 
of the declaration of the interference in which it 
was involved and therefore knew that Ellis was 
claiming at the time the interference was pending, 
the invention disclosed in the second Goldschmidt 
and Neuss application. 

Throughout the case appellants contended, as 
they contend now, that the holding of estoppel is 
an error in view of the decision of this Court in 
the case of International Cellucotton Products 
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Company v. Coe, 66 App. D. C. 248, 1936 C. D. 40. 
(A decision of this Court speaking through Justice 
Stephens and rendered August 31,1936.) 

On the other hand it was contended bv the de- 

* 

fendant, as it is contended here, that the case is 
controlled by the later decision of this Court in 
E. /. Du Pont de Nemours and Company v. Coe, 
67 App. D. C. 42, 1937 C. D. 24. (A decision of 
this Court speaking through Mr. Justice Robb and 
rendered February 1, 1937.) 

In an attempt to establish that the facts of the 
present case are identical with the facts in the 
Cellucotton case appellants have set out, on pages 
3 and 4 of their brief, what are alleged to be the 
facts of the two cases. However, in the first three 
paragraphs of each of these alleged statements of 
facts there is such a generic statement as to ob¬ 
scure what, it is submitted, is the essential differ¬ 
ence between the two cases. A more accurate 
statement would therefore read as follows: 

FACTS OF THE PRESENT CASE 

1. The American Cyanamid Company owned an 
application of Goldschmidt and Neuss disclosing 
and claiming invention X. 

2. The American Cyanamid Company owned 
another application of Goldschmidt and Neuss 
claiming invention Y. 

3. The party Ellis had filed an application claim¬ 
ing both invention X and invention Y. 



FACTS OF THE CELLUCOTTON CASE 


1. The Cellucotton Company owned an applica¬ 
tion of one Bauer, claiming invention X. 

2. The Cellucotton Company owned an applica¬ 
tion of one Thompson claiming invention Y. 

3. The party Williams had filed an application 
claiming both invention X and invention Y. 

It is apparent from the above statement that in 
the interference declared with the Ellis applica¬ 
tion there was but one question of priority, namely, 
whether Ellis or Goldschmidt and Neuss was the 
first to invent the invention claimed in the Ellis 
application. Therefore, whether a single interfer¬ 
ence was set up involving both of the Goldschmidt 
and Xeuss applications or two interferences were 
declared, one involving the application of Ellis and 
the first application of Goldschmidt and Neuss and 
the other involving the application of Ellis and the 
second application of Goldschmidt and Neuss, there 
was but the single question of priority. Under 
the latter circumstances the two interferences 
would have, in effect, been one interference, the two 
interferences being merely declared as a conven¬ 
ient form of Patent Office procedure, as had been 
repeatedly held by this Court. 

On the other hand, in the Cellucotton case there 
were two entirely different questions of priority. 
The first was whether Bauer, whose application 
was owned by the appellant, or Williams was the 
first inventor of the invention of the Bauer appli- 
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cation, and the second was, whether Thompson, 
whose application was owned by the appellant, or 
Williams was the first inventor of the invention 
disclosed in the Thompson and Williams applica¬ 
tions but not disclosed in the application of Bauer. 

Obviously, no question of priority between 
Thompson and Williams could have been deter¬ 
mined in the Bauer v. Williams interference, nor 
been determined on the same testimony introduced 
therein. 

A consideration of the Cellucotton case will, it 
is submitted, show that such was the basis of the 
decision therein. It was held in that decision that 
the rejection, which was based on estoppel in pais 
could not be maintained and that it was only where 
estoppel was based on the doctrine of res adjudi- 
cata that a rejection could be maintained because 
of the failure to proceed under Rule 109. 

Under the long established practice of the Pat¬ 
ent Office, if in the interference involving the first 
application of Goldschmidt and Neuss and the ap¬ 
plication of Ellis, a motion had been made by the 
former to bring into that interference their second 
application with claims predicated on the disclo¬ 
sure thereof, it would not have been necessary to 
declare a second interference. Both of the Gold¬ 
schmidt and Neuss applications were filed prior to 
the Ellis application and it would have been neces¬ 
sary only to literally add to the interference the 
second Goldschmidt and Neuss application with 
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added counts of the issue restricted to the dis¬ 
closure of that application and the interference 
would thus have proceeded and the complete ques¬ 
tion of priority between the parties would have 
been determined in the one proceeding. 

The distinction between a case such as the Cellu- 
cotton case and a case such as the present one was 
clearly recognized by this Court in the Die Pont 
case, the decision in w r hich was rendered subsequent 
to the decision in the Cellucotton case although no 
reference is made to the latter case. In that case 
two interferences were declared, one involving an 
application owned by the Du Pont Company and 
the other involving only applications of the other 
parties to that first interference. Claims which 
constituted the later declared interference were held 
unpatentable to Bowers when later presented in his 
application, assigned to the Du Pont Company, be¬ 
cause of the failure to bring forward those claims 
by a proper motion under Rule 109. 

In its decision this Court, after stating the facts, 
said: 

The first Bowers application (No. 597,417) 
having been involved in the first interference 
with the applications of Foster, and Jaeger 
and Cannon, Bowers had access to the appli¬ 
cations of those parties, and, since the two- 
party interference was pending at the same 
time, Bowers had knowledge of the presence 
in those applications of the two claims in¬ 
volved in this suit; but, notwithstanding that 
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knowledge, those claims were not presented 
at that time, and no motion was made under 
the then provisions of Patent Office Rule 109 
for a declaration of an interference. The 
rule at that time provided that an applicant 
involved in an interference might within the 
time fixed by the Examiner of Interferences, 
on motion made, “file an amendment to his 
application containing any claims which in 
his opinion should be made the basis of inter¬ 
ference between himself and any of the other 
parties. ” Failing to bring forward these 
claims within the period provided in Rule 
109 when Bowers had full knowledge that 
they were being contended for by his oppo¬ 
nents, the Patent Office tribunals ruled that 
the right later to present the claims was lost. 

In support of that holding the following de¬ 
cisions of this Court were cited: 

New Departure Mfg. Co . v. Robinson, 39 
App. D. C., 504; 1913 C. D. 332. 

In re Capen, 43 App. D. C. 343; 1915 C. D. 
115. 

In re Doble, 57 App. D. C. 10; 1927 C. D. 
101. 

In re Allsop, 58 App. D. C. 187; 1928 C. D. 

122 . 

In the decision in the Du Pont case this Court 
quoted from the Capen decision as follows: 

The object of this rule obviously is to re¬ 
quire the parties to an interference pro¬ 
ceeding to have determined in that proceed¬ 
ing all rights growing out of their respective 
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applications. In other words, the rule af¬ 
fords either party to an interference full 
opportunity to put in issue matter which 
he may think patentable or common to the 
interfering applications, but which was not 
included in the interference as originally 
declared by the Primary Examiner. 

It may be noted at this point that in the Cellw- 
cotton case this Court also referred to the Capen 
case but in no way indicated that it was intending 
to overrule the ruling announced in that case. 

In its decision in the Cellucotton case this Court, 
after stating the position taken by the appellee, 
said: 

We think the position of the appellee is 
not supportable: This court has character¬ 
ized estoppel arising out of omission to as¬ 
sert claims in an interference proceeding as 
estoppel by judgment, not as estoppel in 
pain; that is to say, the court has applied 
the doctrine of res judicata. 

Then, after citing In re Marconi, 38 App. D. C. 
286; 1912 C. D. 483; In re Dement, 49 App. D. C. 
261; 1920 C. D. 170; and In re Wasserfalien, 54 
App. D. C. 367; 1924 C. D. 326, said: 

While the court in In re Marconi, In re 
Dement, and In re Wasserf alien, supra, did 
not in terms refer to rule 109, its decisions 
in those cases were nevertheless based upon 
the theory that where there is an opportun¬ 
ity to include claims in an interference 
(which are issuable therein) the failure to 
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move to include them precludes their later 
assertion, this under the doctrine res 
judicata. 

The Court then cited In re Capen, supra, and In 
re Doble, supra, and said: 

While those two cases do not refer ex¬ 
pressly to the doctrine res judicata, the 
theory of decision in In re Capen was clearly 
enough that doctrine for the court says, re¬ 
ferring to rule 109, “The object of this rule 
obviously is to require the parties to an 
interference to have determined in that pro¬ 
ceeding all rights growing out of their 
respective applications.” Application of 
Doble is based upon In re Capen. 

The Court concluded its decision with the fol¬ 
lowing statement: 

Under the doctrine res judicata the ap¬ 
pellant is not estopped to assert claims 23, 
33, 34, 37, and 38 of the Thompson applica¬ 
tion, for the reason that, as conceded by 
appellee and found by the trial court, they 
could not have been made issues in the first 
interference. 

As pointed out above, there would have been no 
necessity for declaring a second interference if 
Goldschmidt and Neuss had filed a proper motion 
in the first interference to bring into that inter¬ 
ference their second application. 

However, it would have made no difference, 
under the circumstances of the case, if a second 
interference had been formally declared. In the 
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Du Pont case, supra, this Court referred to its 
prior decision in the New Departure Mfg. Co. v. 
Robinson case, supra. That case involved an in¬ 
terference between an application of ... 

and an application of Robinson. These parties 
had been involved in a prior interference in which 
a different application of Copeland had been in- 
■volve^ The court, however, in holding that the 
decision in the prior interference was res ad judi¬ 
cata as to the question raised in the second inter¬ 
ference, said: 



While, under the practice of the Patent 
Office, a two-party interference is declared 
where there are claims not readable upon 
the application of a third party, that is a 
mere matter of procedure, since the two in¬ 
terferences are concurrently considered 
upon a single record. When, therefore, the 
prior interference was declared, Copeland 
became aware of the fact that Robinson’s 
application disclosed the issue set forth 
herein. He was also charged with knowl¬ 
edge of what his own application disclosed. 
By his failure to advance the claim which 
he now makes and which, as we have said, 
was disclosed in the prior applications, he 
estopped himself from thereafter setting 
it up. 

CONCLUSION 


It is submitted, therefore, that the court below 
did not err in holding that the decision of this 
Court in the Cellucotton case was not conclusive of 
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the question raised in this case and that under the 
ruling in the Du Pont case plaintiff was properly- 
held not entitled to a patent containing the claims 
involved in the suit. 

It is further submitted that the decree dismiss¬ 
ing the bill of complaint was correct and should be 
affirmed. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellee. 

September 1938. 
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j REPLY BRIEF FOR APPELLANTS 

Appellants cannot acquiesce in either of the two under- 
I lying premises of appellee's argument. We desire to point 
1 3ut our position regarding them in sequence. 

First. The Commissioner, in attempting to deny the ap¬ 
plicability of the decision in the Cellucotton case, asserts 
lifferentiation on account of the facts that the Cyanamid 
irst-interfering application and the second-interfering ap- 
Dlication were in the names of the same inventors, whereas 
:he Cellucotton first-interfering application and the second- 
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interfering application were in the names of different in¬ 
ventors. 

This factual distinction was pointed out in appellants’ 
brief (p. 6). It is as to the legal significance of the dis¬ 
tinction that the parties are in disagreement. 

The question of legal significance in turn pivots on the 
Patent Office Rule 109, because the earlier denial of ap¬ 
pellants’ patent has been based on an asserted failure of 
Cyanamid to make a particular motion under that rule. 
Therefore, we must turn to the language of Rule 109. 

It savs: 

| 

“Any party * * * may bring a motion * * * to in¬ 
clude an application * * * owned by him, as to claims 
which should be made the basis of interference be¬ 
tween himself and any of the other parties.” 

i 

( 

Thus, the Rule specifically makes the test of its applica¬ 
bility common ownership and not common inventorship. 
Appellee’s brief utterly ignores this language of the Patent 
Office Rule, and ignores it despite the fact that appellee’s 
whole case is rested on that Rule. 

Second. Appellee’s second fallacious premise is that the 
decision in the DuPont case is distinguishable from the 
decision in the Cellucotton case by reason of the same fac¬ 
tual differences as exist between those in the Cellucotton 
case and in the case at bar. This premise is not support¬ 
able, and is not supported by the language of this Court’s 
decision quoted in appellee’s brief herein, as appears from 
the following: 

(a) Appellee quotes the DuPont decision (p. 8) 

“* * * no motion was made under the then provisions 
of Patent Office Rule 109 for a declaration of an inter¬ 
ference. The rule at that time provided that an appli- I 
cant involved in an interference might within the time 
fixed by the Examiner of Interferences, on motion 
made, ‘file an amendment to his application containing 
any claims which in his opinion should be made the 
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basis of interference between himself and any of the 
other parties.’ Failing to bring forward these claims, 
etc.”* 

This language shows that the DuPont case differs from 
the case at bar in precisely the same way that the DuPont 
case differed from the Cellucotton case, namely, in the 
DuPont case the application involved in the interference 
on invention X disclosed and could claim the invention Y, 
whereas in the case at bar and in the Cellucotton case the 
application in interference on the invention X did not dis¬ 
close and hence could not claim invention Y. 

(b) The Commissioner continues the quotation (p. 9) 
that 

“* * * the rule affords either party to an interfer¬ 
ence full opportunity to put in issue matter which he 
mav think patentable or common to the interfering ap¬ 
plications, * * *” 

Inventions X and Y were disclosed and claimable in the 
single DuPont interfering application, whereas in the case 
at bar and in the Cellucotton case invention Y was not 
disclosed or claimable in the first-interfering common- 
ownership application. 

(c) Appellee then quotes from this Court’s decision in 
the Cellucotton case as follows (p. 9): 

“* * * its decisions in those cases [cases cited] were 
nevertheless based upon the theory that where there is 
an opportunity to include claims in an interference 
{which are issuable therein) the failure to move to in¬ 
clude them precludes their later assertion * * *” 

The emphasized words specifically distinguish the Cellu¬ 
cotton case from the DuPont case in the identical respect 
upon which appellants now rely, namely, that the claims to 
invention Y could not have issued in the earlier interfering 
application because the commonly-owned application in 


* Emphasis ours in quotations. 
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that first interference did not disclose and would not sup¬ 
port the claims to invention Y. 

Third. There is another but more incidental fallacy 
which runs through appellee’s brief, namely, the conten¬ 
tion that there would have been but a “single question of 
priority’’ in determining the patent rights to invention X 
and to invention Y. Such argument is utterly unsound, 
and contrary to the stipulated record establishing 

1. Cyanamid’s two applications were filed on dif¬ 
ferent dates (Add. to R. 3). 

2. The applications were examined in different divi¬ 
sions of the Patent Office (Add. to R. 3). 

3. The applications were for different inventions. 
(Add. to R. 3). 

4. The first application did not disclose and could 
not claim the invention of the second application (Add. 
to R. 3): and the second application did not disclose 
and could not claim the invention of the first appli¬ 
cation (R. 30). 

Under these facts, the separate and distinct questions of 
priority of the separate and distinct inventions X and Y 
would have to be decided on separate and distinct evi¬ 
dence and records,—a circumstance which again makes 
the case at bar parallel the Cellucotton case. 

The doctrine of res judicata as applied by this Court in 
the Cellucotton case has been thus declared by the Supreme 
Court of the United States: 

“when the second suit is upon the same cause of ac¬ 
tion, and between the same parties as the first, the 
judgment in the former is conclusive in the latter as 
to every question which was or might have been pre¬ 
sented and determined in the first action; but when 
the second suit is upon a different cause of action, 
though between the same parties, the judgment in the 
former action operates as an estoppel only as to the 
point or question actually litigated and determined, 
and not as to other matters which might have been 
litigated and determined.” Nesbit v. Riverside Inde¬ 
pendent District, 144 U. S. 610, 61S. 
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The facts in the instant case show (as admitted by stipu¬ 
lation) that the first interference was upon a different 
cause of action from that involved in the second interfer¬ 
ence. The issue in the latter was not determined in the 
former, and hence there is no res judicata, and no basis for 
estoppel. 


Conclusion 

The relevant facts in the instant case are parallel to 
those in the Cellucotton case but different from those in 
the DuPont case. Consequently, if this Court affirms the 
lower court, as appellee’s brief urges, and finds the deci¬ 
sion in the DuPont case applicable to the case at bar, it 
should expressly overrule the Cellucotton case. 

Hence, to keep the Cellucotton and DuPont decisions in 
harmony on their respective facts, this Court should re¬ 
verse the lower court. 

Respectfully submitted, 

W atson, Bristol, Johnson & Leavenworth, 

Attorneys for Appellants, 

6 East 45th Street, 

New York, N. Y. 

L. A. Watson, 

C. P. Bauer, 

Of Counsel. 


